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The Singapore High Court has no original jurisdiction
to hear and determine patent revocation claims
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Introduction

As of January 2018, 15 patent infringement cases have been heard by the
Singapore High Court, 7 of which were further decided by the Court of Appeal. Of the 15
cases, 14 involved counterclaims for patent revocation.

The statistics show that defendants in patent infringement suits, by way of
defence, routinely put in issue the validity of asserted patents. As a corollary, by way of
counterclaim, they commonly pray for declarations of invalidity and revocation of the
asserted patents. The Courts have ordered revocation in some of these cases.

However, in a recent, unprecedented decision in Sun Electric Pte Ltd v Sunseap
Group Pte Ltd and others [2017] SGHC 232, the High Court ruled that it has no original
jurisdiction under the Singapore Patents Act (Cap. 221) (“PA”) to hear patent revocation
proceedings.

Brief facts

Sun Electric Pte Ltd (the “Plaintiff”), the registered proprietor of Singapore
Patent Applicant No. 10201405341Y (the “Patent”), brought an action against Sunseap
Group Pte Ltd and its subsidiary companies (collectively the “Defendants”) claiming that
they had infringed its Patent. The Defendants denied infringement and counterclaimed
for, inter alia, a declaration that the Patent was invalid, and an order that the Patent be
revoked.

The Plaintiff applied to strike out parts of the Defendants’ Defence and
Counterclaim on the basis that the High Court did not have original jurisdiction to hear
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the counterclaim for revocation. The substantive issue before the High Court, therefore,
was whether it may hear a counterclaim for revocation under section 80(1) PA.
Decision

The High Court ruled in the Plaintiff’s favour.

First, section 80(1) PA states that the Registrar of Patents (the “Registrar”) may,
on the application of any person, by order revoke a patent on the grounds specified
therein. The provision omits reference to the court. This is in contrast to section 72(1) of
the UK Patents Act 1977 (“UKPA”) — upon which section 80(1) PA is based — which
provides that “the court or the comptroller” may revoke a patent on the specified grounds.
As such, section 80(1) PA is silent as to whether the Court has original jurisdiction to hear
revocation proceedings or grant a revocation order.

Second, as section 80(1) PA is expressly “[s]ubject to the [other] provisions of
this Act”, the Court moved on to consider section 82(7) PA. Section 82(7) PA provides
that where there are patent proceedings before the Court, leave of Court is required before
proceedings can be commenced before the Registrar in respect of the same patent. It is a
housekeeping provision which is not limited to revocation proceedings. Moreover, the PA
does not contain a provision akin to section 72(7) UKPA, which expressly deals with the
possibility of parallel proceedings before the Court and the Registrar specifically in the
context of revocation.

Third, the Court considered section 91(1) PA, which provides that the Court
may “for the purpose of determining any question in the exercise of its original or
appellate jurisdiction under this Act, make any order or exercise any other power which
the Registrar could have made”. There is a distinction between “jurisdiction” and “power”.
Section 91(1) PA does not confer on the High Court the Registrar’s original jurisdiction to
hear applications for revocation, but confers merely the Registrar’s powers in the exercise
of the Court’s appellate jurisdiction over revocation proceedings.

Finally, the Court considered section 16(1) of the Supreme Court of Judicature
Act (Cap. 322) (“SCJA”), under which the High Court is seised of general civil
jurisdiction to hear actions in personam (latin for “directed towards a particular person”).
A claim for patent revocation goes beyond a defence to an in personam claim for
infringement. A granted patent bestows a right that is enforceable against the world at
large, i.e. it is a right in rem. As such, an order for revocation is an in rem order that
affects the world at large, and jurisdiction in rem is necessary for the court to hear and
determine revocation applications. However, section 16(1) SCJA does not confer such



Journal of Towa Nagisa Institute of Intellectual Property Vol.10, No.l 63

jurisdiction on the High Court.

The Court therefore concluded, “with some difficulty”, that it did not have
original jurisdiction to hear revocation proceedings. It highlighted that the issue ought to
be considered by
the legislature.

Commentary

An appeal against the High Court’s decision is pending in the Court of Appeal.

As things presently stand, a successful defendant in infringement proceedings
can, by way of a counterclaim, obtain a declaration of invalidity against the asserted
claims, but cannot obtain an order to revoke the patent. After the court proceedings, the
defendant may then file revocation proceedings before the Registrar.

This raises a number of issues.

First, under the doctrine of stare decisis, lower courts and tribunals are bound
by rulings of higher courts. It remains to be seen how this doctrine will play out where
revocation proceedings are filed after infringement proceedings.

Second, as a practical matter, it remains to be seen if successful defendants will
choose to file revocation proceedings in the Registry. Where infringement liability is no
longer a concern and business is back to normal, it may be that defendants will see no
point in doing so.

If no revocation action is brought, the invalid patent will remain on the register.
In the High Court’s judgment, it acknowledges that “the confusion or nuisance value of
such a patent is readily apparent”.

The judgment of the Court of Appeal is highly anticipated.



