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Holders of United States patents should prepare to defend their patents in an inter

partes review (IPR).
IPRs allow a third party to challenge the validity of a patent at the Patent Trial and Appeal Board
(PTAB) for a period of time following the granting of a patent (typically 9 months). Parties likely
to challenge a granted patent in an IPR include competitors and parties that are being sued for
infringement.

IPRs, available since September 16, 2012, continue to be an effective means of
invalidating patents. Around 40% of patents challenged in an IPR have at least some claims
invalidated. One challenge for patent holders is the time pressure of IPRs. A preliminary response
can prevent an IPR from proceeding, thus protecting the patent without the cost of a full IPR
However, patent holders have only three months to prepare a preliminary response to a challenger’
s petition to institute an IPR. During a relevant period, 10% of IPR petitions were denied based on
preliminary responses. Additionally, following the institution of an IRP, a patent holder has only
three months to prepare a substantive response that addresses every argument raised in the
challenger’s IPR petition. Thus, a patent holder should be prepared to quickly respond to an IPR
petition.

During the course of an IPR, claims will likely be interpreted by the PTAB. An
unfavorable interpretation of the claims may render the claims less valuable to a patent holder.
Thus, during an IPR the most advantageous claim interpretation should be identified and
advanced based on the patent holder’s long-term strategy.

Patent holders have options to strengthen their patents prior to a challenge. Granted
patents can be strengthened through reissue applications or requests for reexamination.

In conclusion, patent holders should consider their strategy in case of an IPR early,
potentially when their patent is granted. Their strategy should include consulting a patent law firm

with experience in defending patents at IPRs and long-term patent strategy.



