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The Unitary Patent and, along with it, the Unified Patent Court (UPC) system in
Europe is in its final stages before its entry into force. While all necessary European countries
have ratified the UPC Agreement, the delay in its enaction is currently caused by a constitutional
complaint against the UPC Agreement pending before the German Constitutional Court. The
resolution of this complaint is expected to take less than one year from now so that the UPC
Agreement could come into force in 2019. Whether or not the United Kingdom will, at that time,
still be a member of the European Union, leaving the EU on March 29, 2019 on the so-called
“Brexit Day”, will not play a role for the enactment of the UPC, as a sufficient number of
European countries have otherwise ratified the agreement.

The Unitary Patent and UPC will not only bring applicants and patent holders in
Europe the possibility of an integral patent with protection in all European states under the
Unitary Patent system but will also provide a centralized court system for the enforcement of such
patents in Europe. A completely new court system with a plurality of first instance courts and a
court of appeals will be established. The new UPC will have competency for patent infringement,
as well as for validity, both with respect to Unitary Patents as well as existent or future European
Patents.

For the new UPC system, an extensive regulation of its operation has been set up.

The first instance court system will be composed of a central chamber, and local
chambers in some of the contracting states. Local chambers may be formed as regional chambers,
such as for the Baltic states, establishing a single venue for a group of countries. The first instance
courts will have convoluted rules on the multinational composition of the panels with judges, the
choice of language, the course of procedures, and the fee system.

Regarding the application of material law, the new UPC will have to follow the legal

requirements if the UPC treaty, initially however, without any precedent case law of thecourt of
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appeals. The UPC will have to practice a blend of the material law of the contracting states.

Entering into a completely newly established court system is not without risk,
especially in the early stages of the existence of this court, when both procedural and substantial
law issues still need to approximate the expected performance.

With the coming into force of the UPC, it will immediately have competency for the
claims out of and against existing granted European patents, as well as pending European patent
applications and future patents resulting therefrom. The UPC will not have competency for
national patents such as pure German national patents or Utility Models. To give the proprietors
and applicants of existing European patents the possibility to select the venue, the system provides
the possibility for a so-called “opt-out” by which an individual European patent or application
will be excluded from the responsibility of the UPC. This will be possible within a transitional
period of seven years after the coming into force of the UPC. For European patents where the
“opt-out” is selected, the current national courts will remain individually responsible for the
respective national validations of a European patent. An opt-out declaration is only possible as
long as no action has already been brought before the UPC out of or against such a European
patent. An opt-out is obviously not possible for a Unitary Patent, for which the UPC will maintain
its exclusive competency. However, during the transitional period, national courts may
additionally be responsible, so that combinations of national courts and the UPC are possible.

An opt-out has to be registered at the register maintained by the UPC. The opt-out
will be possible by using a case management system whereby opt-out requests can be
electronically submitted. Opt-outs can already be registered during a “sunrise period” prior to the
start of the UPC system. Currently, opt-outs are not yet possible as the case management system
is not fully operational and the actual date of the start of the UPC is as yet unknown.

A patent owner can also reverse a previously made opt-out declaration by making an
according request for the withdrawal of the earlier submitted opt-out request. This so-called
“opt-in” will be possible for an unlimited time window, even after the transitional seven-year
period. The opt-in is only possible a single time and if no procedure before a national court has
yet been initiated or is pending.

The patent proprietors, especially those having a large number of European patents,
will have to make a decision on whether or not their portfolio of European patents be subject to
the newly established UPC.

What strategies should a European patent proprietor adopt?

For licensed patents, an opt-out would generally always be recommendable, since,
otherwise, in case of an attack on the patent, the validity of the patent with respect to all its

designated contracting states would be at risk with a single action. If an invention is protected by
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several European patents, it is possible to split court responsibility by opting-out of some patents,
but not all, preferably opting-out the ones with the highest relevancy on infringement, while
those, preferably having particular strength in validity, be not opted-out from the UPC's
responsibility. Applicants are advised to identify their key patents, especially those with a long
remaining lifetime and covering products manufactured or on the market in Europe, and
potentially opting out those European patents as they are highly relevant for infringement.
Otherwise, patents having already proven their validity, for instance in opposition proceedings,
are good candidates for being subject to the UPC. Subsidiary protection by German national
patents or Utility Models, which can be branched off during the grant proceedings of a European
patent may be advisable for particularly valuable technologies. The prohibition of double
patenting by a German national patent and a European Patent with effect in Germany, currently
existing in Germany, will no longer apply with the coming into force of the UPC.

In summary, patent owners are facing the challenge of evaluating their intellectual
property in Europe and need to make a decision on whether or not the upcoming UPC will take
responsibility on their existing European patents, even if they do not decide to file for Unitary

Patents.



