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Dynamic Intellectual Property Policy in a Company

H K ACHARYA & COMPANY, Ahmedabad
Dr. Rajeshkumar Acharya & Girishchandra Tanna

Today’s economy is knowledge based economy. Technology is changing very fast.
Any technology may become obsolete any time. In these circumstances a company must have a
strong R&D division to sustain in the market. Intellectual property has a vital importance in the
growth of a company, which ultimately dependent on the R&D division.

Intellectual Property includes ; Patents, Designs, Trademarks, Copyrights, etc. Patent
is most important IP Right, as it is granted for the new invention. Patent is granted for a new prod-
uct or process. In a fast changing technology era, any company is required to have a very strong
patent division to sustain and expand its activities. Trade mark is equally important IP Right, as it
is a visual symbol, which distinguishing the goods from similar goods or services of manufactur-
ers or service providers. Industrial design also has vital importance in sales growth. Design of an
article attracts the consumer to buy it. All these three categories are named as industrial property.

Now, let us discuss how to reap the fruits of Intellectual Property in time :

1.Patents :

Technology is termed as a tool to carry out the work speedily with a new way. Patent
is granted for a new invention of a technology, i.e. process and product. The Patents Act, 1970),
provides for the grant of a patent to the true and first inventor, [Section-6 (1) (a)]. So, it is neces-
sary to file patent application earliest to get priority and become first inventor. Moreover, patent
rights starts from and on the date of the publication, [Section-11A (7)]. So, it is advisable to
request early publication, i.e. before prescribed eighteen months from the date of filing of the
application, [Section-11A (2), rule-24-A]. Examination of the application is required to be
requested within forty eight months from the date of filing of the application or priority date
whichever is earlier, [Section-11B, Rule, 24-B]. Expedited examination of the application is per-
missible for the PCT and Startup applications, [Rule-24-C].

Patent application, not being a convention application or PCT application designating
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India, may be filed accompanied by a provisional specification, [Section-7 (4)]. Complete, in
such a case, required to be filed within twelve months from the date of the filing of the applica-
tion, otherwise the patent application shall be deemed to be abandoned, [Section-9 (1)]. Great
care is required to stick to the time limit.

International (PCT) application designating India :

However, the PCT application must accompany complete specification, [Section-7(4)]. In this
case, the title, description, drawings, abstract and claims filed with the PCT application, shall be
taken as the complete specification, [Section-10 (4-A)].

International application made under the Patent Co-operation Treaty (PCT) designat-
ing India, the applicant is required to file national phase application within thirty one months from
the filing date of the international application, [The Patents Rules, 2003, Rule-20 (4) (i). If the
national phase application filed within the stipulated time, the filing date of an application shall be
the international filing date accorded under the PCT, [Section-7 (1B)].

Management of Patent Rights :

Commercial exploitation of the patent rights is the ultimate goal of patent got. In most
cases, the Company uses its invention in-house and commercially exploits it. However, licensing
of a patent may be an option in certain cases. Particularly, cross-licensing may be more beneficial
to the Company.

Cross-licensing agreement is an agreement according to which two or more parties
grant a license to each other for the exploitation of the subject-matter claimed in one or more of
the patents each owns. Usually, this type of agreement happens between two parties in order to
avoid litigation or to settle an infringement dispute. Very often, the patents that each party owns
cover different essential aspects of a given commercial product. Thus, by cross licensing, each
party maintains their freedom to bring the commercial product to the market. The term ‘cross
licensing’ implies that neither party pays royalties to the other party, although this may be the
case.

Parties that enter into cross-licensing agreements must be careful not to violate anti-
trust laws and regulations. Any agreement, which causes appreciable adverse effect on competi-
tion in India, is void (Section-3(1) and (2) of the Competition Act, 2002). However, imposing
reasonable conditions to protect intellectual property right of a person is recognized, (Section-3(5)
of the Competition Act, 2002). ‘Reasonable condition’ is not defined.

Term of the patent is twenty years from the date of filing of the application subject to
the renewal fees paid in time, [Section-53 (1), (2)), Rule-80].

Patents are granted for the public good. They are granted to encourage inventions and

to secure its commercial use within reasonable time, [Section-83]. Failure this may lead to grant
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of compulsory license by the Controller, or revocation of the patent. So, use of patented invention
is a statutory requirement as well.

2. Trademarks :

Trademark is an invaluable industrial property of A Company. It distinguishes the
goods or services of a person from those of others. It may be in from of device, brand, heading,
label, ticket, name, signature, word, letter, numeral, shape of goods, packaging, combination of
colours or any combination thereof [Section-2(1)(m) of the Trade Marks Act, 1999]. Trademark
shows reputation of the quality of the goods/services and goodwill of the business unit.

Registration of trade mark is not mandatory. But, it is advisable to register it as no
action for infringement of unregistered trade mark tenable, (Section-27 of the Trade Marks Act,
1999). Registration of trade mark grants exclusive proprietary right to use it in relation to the
goods/services in respect of it is registered, and to obtain relief in respect of the infringement
(Section-28). The registered proprietor has got right to criminal proceedings against the infringer/
s (Sections 101 to 109). So, registration of the trade mark is advisable. Registration is valid for ten
years, which may be renewed time to for another ten years, (Section-25).

Non-use of the registered trade mark for five years from its registration may be
removed from the Register of Trade Marks on application made by any aggrieved person (Src-
tion-47).

Licensing of the trade mark is termed as ‘Registered User’ in the Trade Marks Act,
1999 (Section-48). Such permitted use of a trade mark may expand the business in certain cir-
cumstances. Use of a trade mark by the registered user is deemed to used by the proprietor of that
trade mark.

3. Designs :

The significance of an industrial design could be felt in the appeal of the industrial
product. It is nothing but what catches the eye at the first sight, which would have long standing
and ever lasting impression in the mind of the consumers. So, protection of an industrial design is
so important.

A design refers to the features of shape, configuration, pattern, ornamentation or com-
position of lines or colours applied to any article, [Section-2(d) of the Designs Act, 2000].

Design is registered for ten years, which may be renewed for further five years. The
proprietor of the registered design has the copyright in that design, (Section-11). The proprietor
gets exclusive right to commercially exploit articles to which design is applied.

Infringement of copyright in a design is termed ‘piracy of design’. The person responsible for
infringement of monopoly of proprietor of registered design is guilty of piracy and liable for pen-
alty and fine, (Section-22).



