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Computer-implemented apparatus and processes have become the subject of
continually increasing numbers of patent applications in recent years, and, in the United States,
they have become the subject of a number of court decisions and changes in patent examination
procedures in the United States Patent and Trademark Office.

In the US Patent and Trademark Office, rejections of claims to computer-implemented
inventions are common, and difficult to overcome because of two issues. A first issue, “patent
eligibility,” comes about because of court interpretations of the requirement in section 101 of the
Patent Act that an invention be a “new and useful process, machine, manufacture, or composition
of matter.” Computer programs are generally considered to be “abstract ideas,” i.e., equivalent to
mental processes, and not patentable by themselves. Additional issues, definiteness and
enablement, under section 112 of the Patent Act, arise because computer-implemented inventions
are necessarily defined in functional terminology.

Mathematical formulas, business methods, and mental processes are considered to be
“abstract ideas,” which, by themselves, are not within the categories listed under section 101.
Computer programs utilizing such formulas, methods or mental processes, can contribute to
patentability, if, in a patent claim, they are integrated with a practical application. For example, if
a claim expressly includes a machine or article of manufacture, and defines how the machine or
article is affected by the formula, method, or mental process, it will likely satisfy the requirement
of patent eligibility.

The requirement for definiteness presents another difficult obstacle. A claim reciting
a “means for” performing a specified function, or similar expressions such as “device for,”
“module for,” “apparatus for,” “unit for,” or “apparatus for,” performing a specified function,
will be considered to invoke subsection 112(f) of section 112 of the Patent Act, which provides
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that the recited “means,” “device,” “unit”, “apparatus,” etc., is to be construed to cover the
corresponding structure described in the specification and equivalents thereof. This reference

back to the patent specification raises the question of whether or not the corresponding structure
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is described in the specification in terms that satisfy the requirement in subsection 112(a) that the
description be sufficient to enable any person skilled in the art to make and use the invention, i.e.,
the requirement for “enablement,” and the requirement in subsection 112(b) that the subject
matter be distinctly claimed, i.e., the requirement for definiteness.

The issues of patent eligibility, and enablement and definiteness, are certain to be
considered by the USPTO in its examination of any United States application pertaining to a
computer-implemented invention. Therefore, international applications relating to computer-
implemented inventions under the Patent Cooperation Treaty for which Unites States national
stage entry is contemplated, and other applications on which a Unites States patent application
will claim priority, should be drafted with the above issues in mind. In the case of a computer-
controlled machine, for example, a “self-driving” vehicle, consideration should be given to
drafting the claims so that they are directed to the combination of the control and the machine
rather than just to the control apparatus by itself, and so that the relationship of the control
program and the operation of the machine is clearly defined. (A seller of a control apparatus by
itself, that is especially adapted for use in the claimed combination, is likely to be liable for
infringement of such a claim either as a contributory infringer or for active inducement of
infringement, even though it does not sell the entire combination of the control and the machine.)
In addition, the control algorithm should be described in sufficient detail, for example by flow
diagrams in the patent drawings, and corresponding description in the specification, that the

USPTO is unlikely to raise the issue of indefiniteness or lack of enablement.



