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Mayo, 566 U.S. 66 (2012) ; Alice Corporation, 573 U.S. 208, 209 (2014).

Alice at 216. (citing Mayo, 566 U. S. (slip op., at 20)).

Alice at 212.

DDR Holdings, 773 F.3d 1245 (Fed. Cir. 2014) (applying the technical solution to a technical problem test) ;
nfish 822 F.3d 1327 (Fed. Cir. 2016) (applying the safe harbor test for improvements to operation of the computer).
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7 Core Wireless Licensing, CAFC Appeal No. 2016-2684, 2017-1922 (Fed. Cir. Jan. 25, 2018) (commonly accessed
data displayed on main menu) ; DDR Holdings, 773 F.3d 1245 (Fed. Cir. 2014) (website look and feel) ; Finjan Inc.,
626 F.3d 1197 (Fed. Cir. January 10, 2018) (new virus scan identification) ; McRO, Inc., 837 F.3d 1299 (Fed. Cir.
Sept. 13, 2016). (expressive animation) ; Visual Memory LLC, CAFC Appeal No. 16-2254 (Fed. Cir. August 15,
2017) (enhanced computer memory system) ; Ancora Tech., Inc., CAFC Appeal No. 18-1404 (Fed. Cir. Nov. 15,
2018) (computer security).
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The outlook for patent subject matter eligibility of computer implemented inventions
in the United States is looking brighter thanks to some recent Federal Circuit decisions and a
major policy shift by the USPTO in its issuance of 2019 examination guidelines on patent subject
matter eligibility. After nearly three decades of silence, the Supreme Court’s decisions in Mayo
and Alice swung the § 101 pendulum to the extreme limit of patent subject matter ineligibility.
This shift in precedent applied to all utility patents, but computer implemented inventions and
personalized medicine inventions were hit especially hard with the rulings of ineligibility by the
USPTO and the federal courts. Six years later, the pendulum is swinging in the opposite pro-
patent patent eligibility direction as the Federal circuit and USPTO has placed a greater emphasis
on Step 2A of the Mayo-Alice Test.

Section 101 provides that “[w]hoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any new and useful improvement thereof,
may obtain a patent therefor”.! For the contours of § 101 subject matter eligibility, the three
foundational Supreme Court cases pre-Mayo-Alice are Gottschalk v. Benson (Mental Steps
Doctrine), Parker v. Flook (introducing the Point-of-Novelty Test), and Diamond v. Diehr
(rejecting the Point-of-Novelty Test and applying the claimed invention as a whole test), all
decided in the ‘70’s and early 80 s. Between 1981 in Diehr and 2010, the Supreme Court
allowed the Federal Circuit to wrestle with various tests and methods for determining subject
matter eligibility until it took up the patent eligible subject matter issue again in Bilski v. Kappos.”

In the four years after Bilski, the Supreme Court took up both Mayo Collaborative Services v.

1 35U.S.Code § 101.
2 130S.Ct. 3218 (2010).
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Prometheus Laboratories, Inc., with Alice Corporation v. CLS Bank International to clarify the
scope of § 101.> Between the two decisions, the Supreme Court laid out the two step framework
for § 101 eligibility known as the Alice-Mayo Test in order to “distinguish between patents that
claim the building blocks of human ingenuity ( abstract ideas, laws of nature and natural
phenomena and those that integrate the building blocks into a practical application that employs
an inventive concept that is significantly more than excluded subject matter.”*

Step 1 of the Mayo-Alice Test is assessing whether the claim is for a statutory “process,
machine, manufacture, or composition of matter” in accordance with the plain statutory text of §
101. If not, the claim is patent subject matter ineligible under § 101 on its face as the Federal
Circuit held in In re Niujten. If it does claim one of the four identified areas of statutory subject
matter, the inquiry proceeds to Step 2 on the analysis of whether the claimed invention id directed
to a judicial exceptions. Step 2 has two parts. Step 2A is identifying whether the claim is “directed
to” a judicial exception. If it is not, the claim is patent subject matter eligible, but if it is, the
analysis must proceed to Step 2B. For a claim that is directed to an exception, Step 2B then asks
if it also has an ‘inventive concept’ “that is significantly more than the excluded subject matter
to transform that abstract idea into a patent-eligible invention”.’

With the initial focus placed on succeeding to find eligibility at Step 2B, little attention
had been placed on Step 2A until recently. The first major indications of this new trend came in
the Federal Circuits’ rulings in DDR Holdings v. Hotels.com, and Enfish, LLC v. Microsoft
Corp., which breathed new life into computer-implemented invention claims with a more
substantive analysis in Step 2A as to what the claims are specifically ‘directed to’ and whether
they were integrated into a practical application. The Federal Circuit has continued this trend of
finding claims ‘directed to’ software into a practical application for an expanding range of
improvements to pass muster at Step 2A, while the USPTO has released new 2019 guidance that
further favors eligibility at Step 2A. Claims have been found eligible with improvements on a
wide range of expanding axes with the focus being on an improved experience for the end user,
no matter where the invention occurs in the innovation process. From the programming of an
individual component within the device to the function of the device as a whole, from the single
device to an entire network, and even from the inputs and outputs of the device to the user
interface itself, the subject matter of the claim may be directed at any aspect that improves the

user experience that is integrated into a practical application.” The USPTO has identified specific

3 Mayo, 566 U.S. 66 (2012) ; Alice Corporation, 573 U.S. 208, 209 (2014).

4 Alice at 216. (citing Mayo, 566 U. S. (slip op., at 20)).

5 Alice at 212.

6 DDR Holdings, 773 F.3d 1245 (Fed. Cir. 2014) (applying the technical solution to a technical problem test) ;
Enfish 822 F.3d 1327 (Fed. Cir. 2016) (applying the safe harbor test for improvements to operation of the computer).

7 Core Wireless Licensing, CAFC Appeal No. 2016-2684, 2017-1922 (Fed. Cir. Jan. 25, 2018) (commonly accessed
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categories for the abstract ideas judicial exception, and anything outside those categories is
deemed a miscellaneous abstract idea and must be approved by a senior manager of the USPTO
to make a rejection based on lack of patent subject matter eligibility.

With the increasing strength of Step 2A in both the courts and at the patent office, practitioners
have another tool to use to patent computer implemented innovations that provide a better
experience for the user through enhancing the computer software to improve the operation of the
computer, memory or computer readable medium that include executable code. The ~ § 101
pendulum has surely begun to swing back from Mayo-Alice to a much more patent owner

friendly environment in 2018 and early 2019.

data displayed on main menu) ; DDR Holdings, 773 F.3d 1245 (Fed. Cir. 2014) (website look and feel) ; Finjan Inc.,
626 F.3d 1197 (Fed. Cir. January 10, 2018) (new virus scan identification) ; McRO, Inc., 837 F.3d 1299 (Fed. Cir.
Sept. 13, 2016). (expressive animation) ; Visual Memory LLC, CAFC Appeal No. 16-2254 (Fed. Cir. August 15,
2017) (enhanced computer memory system) ; Ancora Tech., Inc., CAFC Appeal No. 18-1404 (Fed. Cir. Nov. 15,
2018) (computer security).



