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The rights to priority of a European patent application or patent is sometimes of
utmost importance for the validity of that intellectual property right. The priority claim has the
effect that the date of the application, from which priority is claimed, shall count as the date of the
filing of the European patent application for the purposes of the definition of the state of the art,
citable against novelty or inventive step of European patent application, as is set out under Article
89 EPC.

The possibility to claim priority is regulated in Article 87 EPC, which provides that
"any person who has duly filed in or for any state party to the Paris Convention for the Protection
of Industrial Property or any member of the World Trade Organization, an application for a patent,
utility model, or a utility certificate, or his successor in title, shall enjoy for the purpose of filing a
European patent application in respect of the same invention, a right of priority during a period of
12 months from the date of
filing of the first application."

The first critically important issue for a valid priority claim is that the subsequent
application was not only filed during a period of 12 months from the date of filing of the first
application, but that this subsequent application was also filed by and in the name of the applicant
of the first application or his successor in title. If the applicant of the later filed European patent
application is not the same as the applicant of the first application from which priority is to be
claimed, the validity of the priority right hinges on an effective transfer of the priority right. The
term "successor in title", as used in Article 87 EPC, requires that the transfer has to have been
concluded before the filing date of the later European application claiming this priority. It is
further established case law from the European Board of Appeal that the right of priority is
separate from the intellectual property right from the first application. Therefore, the right of
claiming priority from the first application can be transferred independently to the first application

itself and accordingly becomes an accessory right to the underlying first application once the later
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European patent application claiming priority has been filed. This is outlined in landmark decision
T1201/14 of the Technical Board of Appeal of the European Patent Office. The proprietor of the
later filed application has to prove, once the issue of validity of the priority claim arises (for
instance, in opposition proceedings) that a valid transfer of the right to claim priority has been
effected prior to the filing date of the European application.

With respect to the formal requirements for a valid transfer of the priority right, the
European patent convention does not have any provisions. In accordance with Article 125 EPC, in
the absence of procedural provisions, the European Patent Office will take into account principles
of procedural national law generally recognized in the contracting states. Thus, for deciding the
question of the valid transfer of the priority right ., national law is applicable. However, which
national law should be considered? Is it the law of the country where the first application is filed,
or the law of the country where the later application was filed? Other possibilities for
consideration could be the law of the country which is agreed upon in the relevant contract of the
transfer, or possibly the law of the country where at least one of the parties of the transfer has its
residence. The case law of the European Patent Office has come to the conclusion that there is no
clear established jurisprudence which law is to be applied in this respect as stated in decision
T1201/14. National European courts such as the Federal Supreme Court in Germany favor the
applicability of the law of the state of the first filing, as indicated in Supreme Court decision
"Fahrzeugscheibe". In the UK, the Court of Appeals based its findings on a successor in title on
the contractual relationship of the two different filing parties (EWCA Civ 1089-1denix/Gilead).

While the European Patent Office case law generally seems to exclude applicability of
the law of the country where protection is desired, it also provides preference to the law of the
country where the transferring parties had their legal relationship over the law of the country of
the first filing, as decided in decision T205/14 of the Boards of Appeal of the European Patent
Office. Thus, to provide certainty for a valid transfer of priority right, a contract valid under the
law governing the relationship between the party transferring and the party receiving should be
concluded.

In particular, if an invention was made by an employee as a service invention to his
employer, and if national laws of the state of residence of the employee invoke a transfer of the
right to obtain protection for this invention to the employer by national law, then a valid transfer
of the priority right was accepted under the European Patent Office's case law as found in decision
T205/14.

The standard of proof applied for demonstrating that the transfer had to have been
effected prior to the filing date of the subsequent application of the priority right was found by the
Board of Appeal of the European Patent Office to be a "balance of probabilities" and found again
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in decision T205/14.

The other critical issue for a valid claim to a priority right is the reference to the "same
invention" in Article 87 EPC. Only if the first filed application discloses the same invention as
claimed in the later filed application can the validity of the priority claim be recognized. The
priority of the prior application for a claim of the later filed application is valid only under the
condition that the first application discloses the subject matter of the claim in its entirety and
integrity. This mandate requires that all features of the claims are disclosed in the first filed
application in a direct and unambiguous manner and as belonging to the claimed invention. This
requirement was further stipulated in decision G 2/98 of the Enlarged Board of Appeal of the
European Patent Office. In practice, the case law of the European Board of Appeal applies a so
called "novelty test" to determine whether all features of the later filed European application are
disclosed in the priority document. In particular, there is no discrimination between essential
features and those which merely limit the scope of protection. On the other hand, the introduction
of a disclaimer admissible in accordance with decision G1/03 and G2/03 of the enlarged Board of
Appeals does not change the identity of the invention and would, therefore, not cause the priority
right from the earlier application to become invalid. However, if the priority document discloses
more features in combination than the claim of the later filed European application, features
which the person skilled in the art considers to be non essential based on the disclosure of the
priority document and which are not contained in the claim of the later filed application do not
necessarily render the priority claim invalid. However, it is mandatory that the priority document

discloses all elements of the claims of the later filed application as essential for the invention.

Consequently, in order to obtain a valid priority claim, it is highly recommended to
draft the first application in a complete manner, in particular with a full set of claims directed to
all possible embodiments and generalizations of the invention. The filing of a provisional
application, which may only disclose a particular embodiment, or which has, for example, a set of
very broadly drafted claims may often not be a strong basis for a valid priority claim, especially if
the European application has to be amended during the prosecution before the European Patent
Office by the introduction of new features in order to delimit over the prior art.

In summary, for the validity of the priority claim, if a transfer of right has occurred
prior to the filing of the second application, a valid transfer agreement under the laws relevant for
the parties involved should be entered and the priority application should be drafted in a complete
and concise manner so as to disclose the invention comprehensively in the same manner as the
later filed European application.



