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< the United States >

Knowing a US Examiner’s Motivation and
Taking Advantage

HAUPTMAN HAM, LLP, Partners,
Joshua Pritchett & Benjamin Hauptman

The United States is a very unique patent jurisdiction. Arguments, such as advantages
and objects of the invention, are often not persuasive despite the strength of these arguments in
other countries like Japan. To effectively prosecute a patent application before the United States
Patent and Trademark Office (USPTO), an understanding of the motivation of the USPTO exam-
iners is essential. In this article we will briefly summarize the internal examiner rating system at
the USPTO and explain how this internal rating system can help applicants with prosecuting a
patent application at the USPTO.

The USPTO internal rating system scores an examiner, in part, based on the amount of
work completed by the examiner. Factors determining how much work the examiner is expected
to produce include the number of hours worked by the examiner, the seniority of the examiner
and the technology that the examiner is examining. These factors determine how many “counts”
the examiner is expected to produce. A “count” is basically a point value associated with each
type of work product completed by the examiner. To receive a satisfactory rating, the examiner is
required to meet the expected number of “counts.” If the examiner fails to generate the expected
number of “counts,” the examiner is likely to receive an unsatisfactory rating. Without going into
detail about the point value for each type of work product, once an examiner has received a
“count” for a specific type of work product, the examiner cannot receive another “count” for the
same work product again. This means that if the examiner issues a non-Final Office Action
immediately following another non-Final Office Action, the examiner does not receive any
“count” for the second non-Final Office Action.

Due to the inability to receive multiple “counts” for the same type of work product, the
examiner has a strong motivation to make any second Office Action a Final Office Action in order
to receive a “count” for the work. If the examiner is unable to make a second Office Action a

Final Office Action, the examiner is more motivated to allow the application because the exam-
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iner will receive a “count” for allowing the application, but no “count” for issuing a second con-
secutive non-Final Office Action. This motivation may result in a request for an Examiner’s
Amendment or a more favorable interpretation of the claims or prior art references than would
otherwise occur. However, the motivation to allow an application is reduced if the examiner is
able to get a “count” for issuing a Final Office Action.

Reducing the ability of the examiner to issue a Final Office Action requires under-
standing the circumstances necessary for the examiner to issue a Final Office Action in a second
Office Action. One of the unique aspects of prosecuting a patent application before the USPTO is
that a second Office Action does not have to be a Final Office Action. There are a limited number
of situations were a USPTO examiner can make a second Office Action a Final Office Action, as
described in the Manual of Patent Examining Procedure (MPEP) 706.07(a). There are three basic
situations in which an examiner is permitted to issue a Final Office Action in the second Office
Action. The first situation occurs when the applicant argues against the rejection and the argu-
ments are unpersuasive. The second situation occurs when the applicant files an Information Dis-
closure Statement (IDS) in which the fee is paid, and the examiner changes the rejection to rely
on one of the references listed in the IDS. Essentially, this means that the IDS is filed after a Final
Office Action or that the IDS is filed after a non-Final Office Action and the applicant cannot
make the 3-month statement. The 3-month statement is where the applicant certifies that the ref-
erence was first cited in a non-US Office Action less than three months ago or that the applicant
has known of the reference for less than three months. The final situation where the second
Office Action is able to be made a Final Office Action is where the claims are amended, and this
amendment necessitates a change in the rejection by the examiner. The key term here is “necessi-
tates.” This means that the reason that the rejection changed is because of the amendment to the
claims.

The following discussion focuses on the final situation, which is most common, and
some strategies for reducing the odds that the examiner can rely on an amendment to change a
rejection and still make the Office Action a Final Office Action. The first strategy to consider is
quite obvious. Do not amend the claims unless necessary. If there is no amendment to the claims
and there is a change in the rejection, the examiner must make the second Office Action non-
Final. When determining whether an amendment is required, careful review of the reasonable-
ness of the examiner’s interpretation of the prior art reference is necessary. Considering whether a
reference is able to be disqualified as prior art is another way to avoid amendments. A very
important way to reduce the risk of needing to amend the claim is to have the claims reviewed by
a person knowledgeable about USPTO practice and style prior to examination. This type of

review helps to ensure that the interpretation used by the examiner is consistent with the interpre-
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tation intended by the applicant. Having the examiner’s interpretation match the expectation of
the applicant helps to avoid amendments used merely to clarify the intended meaning of the
claims, which may permit the examiner to make a second Office Action a Final Office Action.

Another useful strategy is to have more than one independent claim in the application.
The official fees for filing a patent application at the USPTO covers three independent and twenty
total claims, so more than one independent claim can be filed without an increase in fees. Each
independent claim should have a different scope of protection in order to increase the odds that at
least one of the independent claims does not need to be amended in order to overcome a rejection.
For example, if one of the independent claims is properly rejected but another independent claim
has an incorrect rejection, an amendment to the properly rejected independent claim does not nec-
essarily mean that the examiner can make a second Office Action a Final Office Action. If the
independent claim that was improperly rejected is successfully argued, then the second Office
Action must be non-Final. There is no such thing as a partial Final Office Action. In order to be
a proper Final Office Action, every claim must be able to satisfy at least one of the conditions
listed above. In a situation where one of the independent claims is not amended and the rejection
of that independent claim is changed, the entire Office Action must be made non-Final regardless
of whether any other claims were amended.

A final strategy to consider is incorporating a dependent claim into an independent
claim or rewriting a dependent claim into independent form. If a rejection of a dependent claim is
improper, then incorporating that claim into the independent claim presents the same combination
of features to the examiner. Any change in the ground of rejection from the that used against the
dependent claim cannot be considered necessitated by the amendment because the combination of
features examined by the examiner remains the unchanged. As a result, the second Office Action
cannot be made Final. In order to most effectively use this strategy, filing an application (or filing
a Preliminary Amendment) having twenty total claims increases the odds of at least one of the
claims, either independent or dependent, distinguishing over the prior art. This strategy requires a
thorough review of the dependent claims in order to determine whether the rejection of all of
these claims is proper. As with the first recommended strategy, fully considering the reasonable-
ness of the interpretation of the prior art is essential to reducing a risk of receiving a Final Office
Action.

The above strategies are effective in reducing the ability of the examiner to issue a
Final Office Action in the second Office Action. By reducing the likelihood of a Final Office
Action, the examiner has an increased motivation to find a way to allow the application in order
to earn a “count,” which is important for the internal rating of the examiner. Working together

with examiners at the USPTO is important but understanding the motivations of the examiner and
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how to use those motivations to the advantage of the company or client is essential to efficient
and effective patent prosecution before the USPTO.



