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Legislative Fix Unlikely for § 101 in 2020
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In the US, “any new and useful process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof” is eligible for a patent, as broadly defined in
35 U.S.C. § 101. The US Supreme Court has interpreted this statute to include three judicial
exceptions : laws of nature, natural phenomena, and abstract ideas. These exceptions to patent
eligibility have caused great uncertainty in US patent practice.

Recently, the US Supreme Court has signaled that it will not clarify this uncertainty by
denying to hear any § 101 appeals in the most recent term. While the US Patent Office (USPTO)
has revised its internal procedures for determining patent eligibility, these efforts are limited as
the USPTO does not have the substantive rule making authority to amend § 101.

Last year, the US Congress appeared motivated to address these issues. Senator Thom
Tillis and Senator Chris Coons of the Subcommittee on Intellectual Property pledged to draft a
bill to remove the uncertainty.

Initially, the proposal would eliminate the judicial exceptions entirely. However, due
to fears that complete abrogation would be unconstitutional or cause unintended effects, this
proposal was later narrowed to restrict the judicial exceptions to a set list : fundamental scientific
principles, products that exist solely and exclusively in nature, pure mathematical formulas,
economic or commercial principles, and mental activities. The proposal also planned to narrow all
functional claim language to the embodiments disclosed in the patent’s specification by removing
the requirement that a claim recite “means” to fall under 35 U.S.C. § 112(f).

In February of this year, however, Senator Tillis informed the Intellectual Property
Owner’s Association (IPO) that the Subcommittee now plans to focus on intellectual property
reform outside of patent law, such as copyright reform and anti-counterfeiting measures, because
there appears to be more agreement on these issues than how to appropriately address issues in

patent law.



Journal of Towa Nagisa Institute of Intellectual Property Vol.12, No.l 21

Unfortunately, this likely means that no changes will occur this year to address the
numerous issues for patentable subject matter in the US.



