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EUIPO is trying to launch a CP9 convergence project for “shape marks”. The
preceding analysis brought to light a high level of divergence between the criteria applied by
different EU IP Offices to assess how the addition of distinctive elements to a non-distinctive
mark that consists in the shape of a product (“shape mark”) may affect the distinctiveness of the
shape mark as a whole, which adds to the obvious issue that lack of clarity creates difficulties for
users of the IP system. Different assessments of distinctiveness may allow essentially non-
distinctive product shapes to be monopolized, risking distortion of competition throughout the
common economy of the EU market.

Distinctiveness was examined in relation to the goods and services protected by a
shape mark. The relevant public was taken into account. The convergence analysis was based on
the premise that a product shape is not distinctive by itself and on the basic rule that a mark
consisting of a non-distinctive product shape may be rendered distinctive by the addition of a
distinctive element. The criteria used for assessing the distinctiveness of the combined mark
include such an additional distinctive element ; the size of the additional element and its
proportion to the non-distinctive shape, contrast in the form of color or engraving, the location of
the additional element on the product shape and the color or color combinations used in the mark.

By determining fabricated examples by the EUIPO for examiners and users, the
criteria to determine distinctiveness should be made clear.

However, there are risks involved in the creation of fabricated examples and the
elaboration of general rules for the assessment of distinctiveness of shape marks based on such
examples. Existing case-law should and must drive analysis of the criteria for assessing the
distinctiveness of marks. Failing to take into consideration all elements, may lead to results that
are not in line with the established case law.

Thus, from the user's perspective only real cases should be used as examples for the
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assessment of the distinctiveness of a shape mark containing other elements when the shape itself

is not distinctive.



