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When patenting internationally, there are many strategies that can be employed by a
business, inventor, or in the patent law community to ensure products are patented appropriately
and gain the most traction possible on the market. The procedure of evaluating cost containment
strategies versus commercial marketing opportunities is a delicate one for any business strategists.
Making sound strategic patenting decisions, particularly within Europe, will have different
implications within the next few months as patent laws change within the Eurozone.

After filing a national patent application, for instance a patent application in Japan, the
applicant has two options for obtaining patent protection abroad. One strategy is filing national
applications in the countries of interest by claiming the priority of the first filing according to the
Paris Convention. However, the deadline for claiming priority expires 12 months after the filing
date of the initial application. Accordingly, the applicant has to bear the entire cost for each
foreign application by this date.

Alternatively, the applicant could file a PCT application. International patent
applications filed under the Patent Cooperation Treaty {PCT) provide applicants with several
advantages including alleviating the need to immediately pay large filing fees and allowing an
applicant more time to consider their marketing and distribution strategies.

The majority of costs can be postponed using a PCT application. Although the
application must be filed within 12 months of the filing date of the first filing, national
applications deriving from PCT applications can be filed within 30 or 31 months of this date.
Accordingly, the applicant gains at least 18 months to choose the countries where they would
prefer to seek patent protection. Consequently, the opportunity arises to better assess the relevant
markets and to postpone the costs for the corresponding national patent applications. As such, the
business or individual can take the time to employ appropriate cost containment strategies.

Moreover, PCT applications undergo a search of the relevant prior art and, optionally,
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a substantive examination. Accordingly, the applicant is provided with a strong basis for making
strategic patenting decisions. The 18 months gained thanks to the PCT application allows the
applicant to better assess the markets of interest and to also obtain reliable feedback as to the
patentability of their invention.

PCT applications are advantageous with respect to formal requirements. According to
Article 27(1) PCT, no national law shall require compliance with requirements relating to the
form or contents of the international application different from, or in addition to, those which are
provided for in the PCT Treaty and the regulations. For this reason, there is no need to comply
with a great variety of widely differing formal requirements in the many countries in which
protection may be sought.

Nevertheless, one of the drawbacks of PCT applications is that some of the PCT
member states do not allow direct access to the corresponding national phase, but instead require
entry into a regional phase. For example, the following 13 states belonging to the group of 38
member states of the European Patent Convention (EPC), do not allow for direct national phase
entry, but are accessible only via entry into the European Regional Phase : Belgium, Cyprus,
France, Greece, Ireland, Lithuania, Latvia, Monaco, Malta, The Netherlands, Slovenia, San
Marino and, for a few more months, Italy. It is not possible to obtain patent protection in these
states directly from the PCT application, but it is mandatory to obtain a European patent that will
be then validated in the relevant countries, if the PCT application shall be pursued further in any
of these countries.

This requirement changes for Italy as of July 1, 2020. PCT applications filed on or
after this date will be able to directly enter the Italian national phase for obtaining an Italian patent
without entering into the European regional phase first. Entry into the Italian national phase must
be made within 30 months of the filing date of the international application or from its priority
date, if claimed. Upon entry into the national phase, or within the non-extendable deadline of two
months from the date of entry, a translation into Italian of the international application as
published must be provided, together with the translation into Italian of any further amendment(s)
made during the PCT phase pursuant to Articles 19, 34 or 41 PCT.

Substantial examination of the Italian application will not begin before the expiry of
the 30 month deadline and will be entirely based on the International Search Report, the written
opinion of the International Searching Authority and the International Preliminary Report on
Patentability related to that particular application. If no objections are raised in these reports, the
Ttalian patent will be granted. If objections are raised, the Italian Patent and Trademark Office will
communicate to the applicant regarding the beginning of the examination proceedings and will set

a deadline for submitting a response to the objections.
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This measure aligns Italy to the other 25 member States of the European Patent
Convention who allow direct national filing of PCT applications and is particularly relevant for
applicants who desire patent protection in Italy and/or in a limited number of member states of the
European Patent Convention.

Therefore, for securing IP protection in selected European countries, Japanese
businesses would be well advised to file direct PCT nationalizations in Italy, particularly in the
lead up to Brexit as Italy becomes the third largest economy in the European Union.



