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1. Introduction

The USPTO revised the Manual of Patent Examination Procedure (MPEP) in June
2020. The amendments included a revision of First Action Final Rejection (FAFR). In this article,
I explain the latest changes to FAFR and ways to navigate them.

2. Background

In the examination of the USPTO, when the Office Action after the first examination
is adverse, the applicant replies with remarks and/or amendment. In response to the reply, the
examiner notifies the final Office Action under the prescribed conditions. This process is applied
to Requests for Continued Examination, Continuation-In-Part Application, and Divisional Appli-
cation (hereinafter, called ‘RCE etc.”).

However, if prescribed conditions are met, the first OA (First Action) after filing the
RCE etc. may be notified as to the final OA (Final Rejection). This is called the First Action Final
Rejection (FAFR). In the June 2020 publication of the MPEP revision, the USPTO changed the
FAFR applicable rule 706.07(b).

3. Changes for MPEP 706.07(b)
The following is a part of changes of MPEP 706.07(b).

The claims of a new application may be finally rejected in the first Office action in
those situations where

(A) the new application is a continuing application of, or a substitute for, an earlier
application, and

(B) all claims of the new application :



14 SEFENERRZE 85 133555 1 5 GBEE 22 5)

(1) are-drawn-to-the-same-invention-etaimed are either identical to or patentably indis-
tinct from the claims in the earlier application (in other words, restriction under 37 CFR 1.145

would not have been proper if the new or amended claims had been entered in the earlier applica-

tion), and

(2) would have been properly finally rejected on the grounds and art of record in the

next Office action if they had been entered in the earlier application.

The part of the strikethrough line is the content before the revision, and the underlined
part is the revised content. Note that “the earlier application” means the application being exam-
ined before filing RCE etc.

4. Problem of the revised MPEP 706.07(b)

Previously, the examiner issues FAFR in case that claims after filing the RCE etc. are
nearly identical to claim in the earlier application. After the revision, the examiner can issue
FAFR if the claims are “patentably indistinct.” This is similar to the rule implemented in Restric-
tion Requirement of USPTO.

The ability of examiners to issue FAFR expanded, it likely makes FAFR easier. Even

in cases where FAFR was not issued before the amendment, it may be issued in the future.

5. Future Measures

The following measures can be taken to avoid FAFR and obtain a patent.

(1)Remarks only

In the case of no amendment, you should have an interview with an examiner. The
interview will allow you to explain patentability to the examiner and may lead to an allowance of
an application. Depending on the result of the interview, you may also be considered for an
Appeal or a Pre-Appeal Brief Conference that a broader range of patent rights may be allowed. If
you have been notified of OA more than once, you can request the Appeal or the Pre-Appeal Brief

Conference.

(2) Minor amendment

If you add a minor amendment to your independent claim, you can reply to the
USPTO using AFCP2.0. Patents may be granted under the examination for AFCP2.0 in some
cases. A discussion with the examiner is also available. When the examiner requires more than

three hours of investigation to examine the amendment, he will notify the filing of the RCE. In



Journal of Towa Institute of Intellectual Property Vol.13, No.l 15

this case, the examiner cannot issue FAFR on your RCE.

(3) Major amendment

If the major amendment includes new issues, it would not be proper to issue FAFR
(MPEP 706.07(b), middle part).

However, it is difficult for the applicant to determine whether a major amendment
raises a new issue or is patentably distinct. You should then, before filing the RCE etc., submit the
amendment and remarks to the USPTO as a reply to the last OA. When the examiner proposes an
RCE in the advisory action, you would file it. For an RCE in this case, the examiner cannot issue
FAFR.

(4) Using interviews

In all the above cases, it is beneficial to interview before submitting a reply to the
USPTO. Examiners will sometimes suggest in interviews whether an RCE or AFCP2.0 is more
appropriate. Besides, it is possible to discuss with the examiner about patentable amendments in

some cases.

(Transrated by TIIP)



