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In the United States, patent applications dealing with digital technology often have to
contend with 35 U.S.C. § 101, the U.S. federal statute governing patent eligibility. This statute
provides that certain types of subject matter, such as particular machines or processes or
improvements to existing machines or processes, are eligible for patenting ; the courts have
found that this implicitly excludes anything not defined in the statutory list, such as discoveries of
natural phenomena or the implementation of abstract ideas. In the Alice v. CLS Bank decision of
2014, the Supreme Court set forth broad strokes defining this exception, and left it to the Court of
Appeals for the Federal Circuit, the federal appellate court which handles patent cases and
administrative agency issues, to further define. Proponents of the Alice standard have praised it as
providing a flexible methodology, and claimed that a rigid rule couldn’t keep up with the
complexity of the patent system, while detractors have criticized it as not only providing
insufficient guidance as to what is or is not patent-eligible but also preventing the Federal Circuit
from supplanting it with clearer guidance.

Because U.S. patent eligibility law is intentionally left somewhat vague, it is important
to watch how courts purport to be following the law in order to have any sense of certainty as to
how the law will be applied. This, in turn, makes it possible for the courts to engage in a “soft”
revision of the patent eligibility law, where the law is changed in a practical sense when different
trends are followed.

Recently, one trend has been “scope creep” in what is considered to be a question of
patent eligibility. § 101 is frequently being used to answer questions covered by other statutes,
like whether the claims are enabled or are supported by proper written description, each defined
under 35 U.S.C. § 112.Since § 101 is functionally more stringent, this has established a
standard that Judge Moore of the Federal Circuit called “enablement on steroids.”

In American Axle v. Neapco Holdings, 939 F. 3d 1355 (Fed. Cir. 2019), the Federal
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Circuit heard a case dealing with a method of manufacturing a driveshaft assembly for a vehicle
with a liner, intended to reduce vibrations. The claim included a limitation of “tuning a mass and
stiffness of at least one liner,” but the patentee only vaguely described tuning a liner to dampen
both bending and shell mode vibrations. The majority Federal Circuit panel held the claims
unpatentable due to this lack of disclosure, but, oddly, did so under § 101.

The majority’s reasoning was that “dampening vibrations” is an application of
Hooke’s Law, F=kx, and that because the claims relied on this principle — and because the
patentee improperly omitted what the court panel believed to be necessary description of the
tuning step in the claims — the claims were directed to this “natural phenomenon,” and ineligible.
The dissent (by Judge Moore, the only member of the three-judge panel with a patent
background) reasonably thought that this was a straightforward § 112 inquiry, misattributed to
§ 101. Even if the patentee improperly omitted necessary description of the tuning step in the
claims, this is what is governed by § 112(a) (if the specification lacks detail) or § 112(b) (if the
claims lack detail).

Judge Moore called this practice a “validity goulash,” where every concern that the
court had about a patent’s validity was packed into the § 101 inquiry. In a practical sense, she
believed that by inappropriately applying § 101, the majority judges rendered § 112 irrelevant,
and created a much harsher hybrid standard. Under a § 112 interpretation, the court can consider
what the patent document as a whole would teach to someone of ordinary skill in the art
(explicitly or inherently) to determine whether the disclosure would allow creation of the claimed
invention. However, under a § 101 analysis, the courts only look at the claims, reviewing the
specification only enough to interpret those claims. Thus, under the “§ 101 enablement-on-
steroids” test, many court panels have looked at the claims in isolation in order to determine
whether they contain all necessary information to show that they enable solving some specific
technological problem.

The court has shown signs of having ~ § 101 replace the novelty and obviousness
statutes, § 102 and § 103, as well. In Yu v Apple, Appeal No. 2020-1760 (Fed. Cir. 2021), the
court held claims to a specific digital camera invention to be ineligible, because certain
components of the device appeared to lack novelty when looked at in isolation. The court,
essentially, sliced off the aspects of the claims it considered to be “non-novel,” and concluded
that the rest of the claim limitations presented mere ideas and were not eligible under § 101. In
this case, it was the long-serving Judge Newman who provided an extensive dissent.

While many are hopeful that the Supreme Court will revise its past standard in order
to address these issues, as of right now, applicants entering the United States might do well to pay

attention to the Federal Circuit’s “informal” § 101 law. It may be worthwhile to have claims
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import additional description from the specification, or have at least a few claims that are much
narrower than what the USPTO would ordinarily consider novel and non-obvious, in case they
are subject to one of the harsher informal standards that some court panels have believed that
§ 101 mandates.



