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In U.S. v. Arthrex, Inc.,' the U.S. Supreme Court determined the validity of inter
partes review (IPR) within the U.S. Patent and Trademark Office (USPTO). IPR is a process by
which a third party can challenge the validity of an issued patent. IPR proceedings allow a panel
of three administrative patent judges (APJs) to consider issues of novelty and nonobviousness and
issue a final ruling on the validity of a patent.

Arthrex, Inc. is the owner of United States Patent No. 9,179,907, which was
challenged in an IPR and found to be invalid. Arthrex appealed this decision, arguing that the
entire IPR system was unconstitutional because the APJs who decided the IPR were improperly
appointed.

The U.S. Constitution® provides that “principal” officers within the executive branch
must be appointed by the President with the advice and consent of the Senate, while “inferior”
officers may be appointed by the President alone, the head of an executive department, or a court.
Arthrex argued that since APJs were acting as principal officers but were appointed by the
Secretary of Commerce and not properly confirmed by the Senate, their appointment was
unconstitutional and so too was the entire IPR process.

The Supreme Court stated that APJs appear to be inferior officers save for the lack of
reviewability of their decisions,’ which unreviewable nature was incompatible with them being
inferior officers.* Nevertheless, the Supreme Court was unwilling to declare the entire IPR process
unconstitutional.

Instead, the Supreme Court ruled that decisions by APJs must be subject to review by

the USPTO Director.” With this requirement in place, APJs will properly function as inferior
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officers, their appointment will meet the requirements of the U.S. Constitution, and the IPR
process will remain valid.®

What this means for patent holders and patent challengers is that IPRs remain a valid
mechanism for challenging patents after they are granted. However, instead of the decision of the
AP]J panel being final, some avenue for review by the Director will exist. The exact form of this

review process is unknown and must be developed by the USPTO in the months to come.
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