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The standard for design patent infringement in the United States was established by
several influential court decisions, the first of which was the case of Gorham Co. v. White in 1872.
This case established the “ordinary observer” test, stating, essentially, that infringement exists if
the appearances of two items are similar enough so as to deceive an ordinary observer to purchase
one item believing that it is the other.

In 1984, the decision in Litton Systems, Inc. v. Whirlpool Corp., 728 F.2d 1423 (Fed.
Cir. 1984), modified the ordinary observer standard to a two-part “point of novelty” test, which
required that the accused design not only be substantially the same as the patented design, but also
incorporate a novel design feature of the patented design that distinguishes it from the prior art.

That test was abandoned in 2008 by the Federal Circuit in the case of Egyptian
Goddess, Inc. v. Swisa, Inc., 543 F.3d 665 (Fed. Cir. 2008). There, the court held that the ordinary
observer test should be the sole test for infringement. Nevertheless, the Federal Circuit still took
the prior art into consideration : in situations where the claimed and accused designs are not
plainly dissimilar, the question of whether the designs are substantially the same to an ordinary
observer can be resolved by comparing the claimed and accused designs with the prior art.

After Egyptian Goddess, infringement would be determined “applying the ordinary
observer test through the eyes of an observer familiar with the prior art.” Thus, if there are many
similar prior art designs, minor differences between the claimed and accused designs — which
might not be substantial out of context — may become more significant in the infringement
analysis. Generally, if the accused product appears closer to the prior art than to the patented
design, a finding of infringement is less likely.

Subsequent cases have demonstrated the application of the modified ordinary observer
test. In Arc'teryx Equipment, Inc. v. Westcomb Outerwear; Inc., 89 U.S.P.Q.2d 1894 (D. Utah Nov.

4, 2008), the court compared two curvilinear zipper designs for a jacket. By analyzing the
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patented design in light of the prior art, the court found that the number, length, and placement of
straight and diagonal sections served to differentiate the designs : the accused jacket with a
zipper having two vertical and one diagonal section did not infringe the patented design for a
zipper having one vertical and one diagonal section.

The following year, Wing Shing Prods. (BVI) Co. v. Sunbeam Prods., Inc., 665 F.
Supp. 2d 357 (S.D.N.Y. 2009), dealt with designs for drip coffee machines. As the field was
crowded with many references disclosing similar designs for the coffee machines, the court found
that the scope of protection for the patented design fell in a narrow range. Consequently, in the
infringement analysis, minor differences between the designs became more significant. As the
accused coffee machine had a base that did not resemble that of the patented design, infringement
was not found.

In construing the scope of a design patent, the ornamental features must also be
distinguished from the functional aspects. While a design having functional features may be
patentable, the design must have an ornamental appearance that is not dictated solely by
functional considerations. Where both types of elements are present, the functional features are
discounted and only the ornamental appearance of the product is pertinent for determining
infringement.

The recent decision in Lanard Toys Limited v. Dolgencorp LLC and Ja-Ru (Fed. Cir.
2020) demonstrated the application of these analysis factors to a case involving pencil-shaped
chalk holders. Lanard’s product was a chalk holder that looked like a well-known product but
with different proportions : a short and thick version of a pencil with an eraser. Ja-Ru’s version
copied the general appearance and proportions, but had distinct ornamentation on the ferrule and
the tapered end. The court discounted the chalk-holding aspect as being functional, and
determined that the patented design differed from the prior art only by its proportions and the
appearance of the ferrule and the tapered end - the latter two being where the accused design
differed from the patent. No infringement was found.

Two other recent decisions illustrate certain pitfalls that applicants should be aware of
when preparing design patent applications. In Curver Luxembourg, SARL v. Home Expressions
Inc., (Fed. Cir. 2019), the patented design was for a pattern for a chair (under U.S. design patent
law, designs must be applied to specific articles of manufacture). The court found that an identical
pattern, used on a laundry basket, did not infringe, as the design was limited to chairs only. In
Campbell Soup Co. v. Gamon Plus, Inc., (Fed. Cir. 2019), a design claiming only a portion of a
can dispenser fagade and a can in the dispenser was found obvious over a can dispenser having a
similar fagade but not claiming a can. The rationale for the holding, with one judge dissenting,

was that the prior art was “made to hold cylindrical objects in its display area.”
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In preparing design patent applications, applicants should be mindful of the potential
construction of their design claims from an infringement perspective, and take into consideration
the scope of the claim as well as the closest prior art. Robust protection may be achieved via a
filing strategy that includes several design patents covering the same article but with different

claim scopes.



