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The unified patent court (UPC)' is a new court adjudicating infringement and
revocation cases regarding European patents, including unitary patents, which would provide
uniform protection throughout participating states. The UPC is set up by participating member
states of the European Union and its rulings will be directly applicable in participating states.

As an introductory remark, European patents are in fact bundles of national patents,
meaning that infringement and nullification cases are — so far — heard by national courts. It should
further be clarified here that the European Patent Organization (EPO) is an international
organization independent of the European Union, which has been set up through its own specific
treaty, the European Patent Convention (EPC). The UPC, on the other hand, is set up through a
UPC Agreement (UPCA) whose participants are all member states of the European Union, which
already states that the UPC must respect and apply Union law and the case law of the Court of
Justice of the European Union.

Having briefly described the institutional relationships between the organizations
mentioned, it is obvious that the UPC will become an extraordinarily important institution for
anyone seeking patent protection through the Unitary Patent. As to the knowledge and skills
required for individuals and organizations involved in IP related work in this context, we would
highlight two topics : a) the prospective membership of the court and b) the qualifications of
representatives allowed to practice before the court.

On January 18, 2022, Austria deposited its instrument of ratification of the provisional
application protocol as the last required UPC member state, which triggered the entry force clause
of the Protocol of provisional application to the UPC agreement. This marks the start of the eight
month Provisional Application Period (PAP). De facto, setting up the court will start with the

inaugural meetings of its governing bodies, the Administrative Committee, the Advisory

1 Official website : https : //www.unified-patent-court.org
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Committee and the Budget Committee. The Administrative Committee is a political oversight
body with one representative from each state, whereas the Advisory Committee will comprise
patent judges and experienced patent practitioners. So far, a Preparatory Committee headed by
Alexander Ramsay is handling the affairs of the nascent court. To allow sufficient preparation
time for setting up of the court, Germany is holding back with its deposition of the ratification of
the UPCA. The UPCA will come into force and the court will start operation on the 1st day of the
4th month after Germany has deposited its ratification of the UPCA. The expected starting time is
in October or November 2022.

The court will have technically and legally qualified judges who must be nationals of
a member state, have proven experience in the field of patent litigation and have good command
of at least one of the three official EPO languages (English, French and German). Further, legally
qualified judges “shall possess the qualifications required for appointment to judicial offices in a
Contracting Member State” and technically qualified judges “shall have a university degree and
proven expertise in a field of technology” combined with proven knowledge of law pertaining to
patent litigation. Panels at the court shall have a multinational composition.

Judicial candidates apply to the court (rounds of applications were held in 2016 and
2019). From these candidates, the Advisory Committee will prepare a shortlist of the most
suitable candidates. From this shortlist (“On the basis of [said] list”) the Administrative Committee
will appoint the judges.”

With regard to how these regulations are handled in practice, some news reports as
summarized below provide interesting insights. For example, in 2016 (presumably still relatively
unaffected by the outcome of the Brexit Referendum of June 23, 2016 ; article form July 8,
2016), there were 840 applications (2021 : ca. 1000), of which 40 % were from Germany, 16 %
from France, another 16 % from the UK and 14 % from Italy. In 2016, the Preparatory
Committee planned to appoint a total of 100 judges for both, first and second instances of the
court.?

Regarding specific personnel, a 2021 survey among patent experts in the industry and
law firms* reveals several top picks for judges at the new court. Specifically, Klaus Grabinski of
the German Federal Supreme Court, which also handles patent suits, is favored as the president of
the UPC Court of Appeal. Grabinski has been a federal judge since 2009, is a co-author of one of
the most influential commentaries on German patent law (“Benkard”) and was involved in the
drafting of the UPC treaty and in the negotiations for the Rules of Procedure. Another top pick for
the Court of Appeal is Thomas Kiihnen, currently are a judge at the Diisseldorf Higher Regional

2 Details : https : //www.unified-patent-court.org/sites/default/files/en_recruitment_information.pdf
3 http : //patentblog kluweriplaw.com/2016/07/08/840-candidate-judges-for-the-unified-patent-court/
4 https : //www.juve-patent.com/news-and-stories/people-and-business/upc-favourites-french-and-german-judges-dominate/
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Court, an accomplished expert in patent law and prolific author. For the top position at the UPC
Court of First Instance, however, respondents favored French judge Paul Maier. Interestingly,
survey participants seem to favor patent attorneys as technical judges at the new court.’

It should be noted that appellate judges choose the president from amongst themselves.
Cases are adjudicated by chambers with three legal and two technical judges.

Representation before the court is mandatory and regulated by Art. 48 of the UPC
agreement. According to the regulation, “Parties shall be represented by lawyers authorized to
practice before a court of a Contracting Member State” or, “alternatively” by “European Patent
Attorneys who are entitled to act as professional representatives before the European Patent
Office [---] and who have appropriate qualifications such as a European Patent Litigation
Certificate”. This certificate is regulated by the Administrative Committee. A draft decision is
available online® and specifies that the certificate “may be issued by [accredited] universities and
other [accredited] non-profit educational bodies of higher or professional education established in
a Member State of the European Union [and the UPC training center]”. While “other” appropriate
qualifications are listed, these still require degrees from or practice in a member state of the
European Union or specific degrees from listed institutions. Regarding the listed institutions,
several UK institutions are still included.

However, it remains to be seen whether these institutions stay on the list, as this is
merely a draft version and as the UK has left the EU. Apparently, the draft is from December
2016 (after the Brexit referendum). While, initially, observers were relatively optimistic that the
UK may stay a party of the UPC agreement even after finalizing Brexit in early 2020,” these
hopes were ultimately shattered by the UK withdrawal later that year.*

In conclusion, the UPC presents a new and extraordinarily interesting venue for patent
law, whose organization and judges are chosen from highly qualified applicants and this will
prove exceptionally important. While Brexit had a negative effect on the timely establishment of
the court, this issue has been resolved with the UK'’s withdrawal. One question remaining now is
largely one concerning the UK : How will UK lawyers and patent lawyers be able to qualify for
representation before the court? Regardless, qualified representation is ensured by patent lawyers
qualified in UPC member states, such as Germany and France.
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