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< China >

Enforcement of the Guidelines for Trademark
Examination and Trial and its Changes

China Patent Agent (H.K.) Ltd. (CPA)
Trademark Attorney

Yin Longzhi

The China National Intellectual Property Administration (CNIPA) released, at the end
of last year, that the Guidelines for Trademark Examination and Trial (the Guidelines) will come
into force on 1 January 2022 and that the former Standards for Trademark Examination and Trial
will be repealed. The new Guidelines have not only increased in volume but have also changed
significantly in content. These changes are beneficial for the uniformity of the trademark
examination and review standards. It will also help applicants to foresee the process and outcome
of the examination. Here are the main changes to the Guidelines.

The Guidelines consist of two parts : the upper part, ‘Formality Examination and
Related Affairs’ and the lower part, ‘Trademark Examination and Trial’. What newly added to
the upper part is divided into five sections : ‘Formality examination of trademark applications’,
‘Classification of goods, services, and elements for trademark search’, ‘Examination of other
trademark issues’, ‘Examination of Madrid International Trademark Registration’, and
‘Handling of trademark application affair’. These are the rules that have been followed by the
office in practice.

The lower part consists of 19 chapters in total. The most notable of these amendments
is the newly added chapter ‘Examination and trial of bad faith application with no intention of
use’. This chapter gives examination criteria and interpretations to Article 4 of the China
Trademark Law amended in 2019 and clarifies how to determine relevant applications and to
apply the law in practice featuring the following main aspects :

-~ Defines a ‘bad faith trademark application with no intention of use’ and clarifies
that a defensive application is not included,

-~ Divides a ‘bad faith trademark application with no intention of use” into 9 patterns
and provides specific examples of each,

-- Clarifies that the decision will be made mainly based on the clues found in the

trademark examination and the evidence submitted in the opposition and invalidation trials. The
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rationale is that there are different factors to be considered and different situations to be applied at
each stage of the trademark examination, opposition, and trial to determine a ‘bad faith trademark
application with no intention of use’.

-- Prevents the parties from colluding to circumvent the law by specifying the
limitation in abuses. For example, a ‘bad faith trademark application with no intention of use’
applies not only to applications filed by the applicant himself but also to applications filed by
persons who have a conspiratorial relationship or a specific status or other specific connection
with the applicant. And, the trademark assignment does not affect the conclusion of the applicant’
s violation of the regulations.

In addition to the above, the lower part has been enriched with content under the
framework of the former standards for substantive trademark examination and trial, in particular
the tightening of the examination of the rules of faith and public order and morals. This will give
you an insight into the changes in Chinese society regarding trademark application and

examination.

(Translated by TIIP)



