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1. Introduction

The fundamental function of a trademark is to distinguish your goods from others’
goods. The global trend in the trademark system is that two marks that are the same or similar can
both be registered if they are for dissimilar goods. This is because, if the designated goods of each
are dissimilar, it is less likely that consumers will misidentify or confuse those marks. Sometimes,
however, a well-known or famous trademark may extend its rights to dissimilar designated goods.
One of the theories to explain this is the “economically relevant relationship.” This concept
changes according to social and economic circumstances. The followings are some of the recent

judicial precedents of the Korean Court reflecting such changes.

2. Concept and Characteristics of the Economically Relevant Relationship

Article 35 of the Trademark Act in Korea states that “Where at least two applications
for trademark registration are filed on different days for the same or similar trademark to be used
on the same or similar goods, only the first person who applies may obtain registration of such
trademark.” Therefore, an application filed later, whose trademark and designated goods are the
same or similar, cannot be registered.

The criteria for determining whether certain designated goods are the same or similar
is generally based on the “similar group code.” According to the Trademark Act, if you are filing
a trademark application for the designated goods that are dissimilar to those of the previously
filed trademark application or previously registered trademark, which means for goods belonging
to a different similar group code, your later application can be registered.

However, in cases where the previously filed or registered trademark application is
well-known or famous, allowing registration of the later filed application only because the goods
are dissimilar would result in downgrading the essential function of a trademark, which is

distinction between own and other’s goods. The concept of “economically relevant relationship”
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was introduced to solve such a problem.

The concept of “economically relevant relationship” is intended to limit the rights of a
later filed or later registered trademark application to avoid the risk of being misidentified or
confused with the previously filed or registered ones, in cases where such a relationship is
recognized even when the goods are not similar. This concept is not explicitly provided by the
Trademark Act but has been formed by each level of courts to reflect the specific situations of
times ; therefore, it is different from the “legal analysis and application of Trademark Act.”

3. Recent Precedents of the Patent Court of Korea

In 2019, the Patent Court of Korea, equivalent to the High Court in Japan, pronounced
a somewhat unusual decision recognizing the economically relevant relationship between “hotel
business” and “clothing business,” of which the designated services are not similar at all. The
Court provided the following grounds : (i) well-known hotel companies have expanded their
business into the clothing industry by utilizing the trust they have earned from consumers : (ii)
such companies are making online sales of clothing using the hotel’s trademark : and (iii) some
hotels in Korea have also registered their trademarks for designated services in the clothing
business (Patent Court declaration 2019.1.24, Decision 2018Heo 7712).

In another case, the Patent Court judged in 2006 that there was no economically
relevant relationship between “cosmetics” and “precious metal accessories.” However, the Court
changed its precedent in 2021, recognizing an economically relevant relationship between these
two groups of goods as the following circumstances were considered : (i) the general consumers
of the two designated goods are almost the same ; (ii) the places where the two are sold are the
same ; and (iii) the uses and purposes of the two are close (Patent Court declaration 2021.9.10,
Decision 2021Heo 1080).

“Economically relevant relationship” is a concept that has to reflect the varying
situations as time changes. Thus, as mentioned above, the court decisions on this concept may be
unprecedented or change existing precedents.

For this reason, when an agent takes on a case where “changes in fact situation due to
changing socio-economic conditions” must be boldly taken into account, it is necessary to make
an effort to persuade the Court that the position of the precedents might change, as in the above
example cases, and not to be restricted by the fact that the existing precedents are contrary to the
client’s arguments. It is also necessary for the Court to give a decision that actively reflects the

current situation in line with the changing society.

4. Conclusion
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The concept of “economically relevant relationship” can be applied in a wide range of
processes, from trademark applications to post-grant disputes. It would be important to keep an
eye on these changes with the precedents while making the best of them to resolve various

disputes.

(Translated by TIIP)



