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< Taiwan >
Training Program for New Patent Engineers

Lee and Li, Attorneys at Law
Patent attorney

Tzu-Lien Ou

Most new patent engineers joining a patent office are science graduates but without
any specific training in patents or other intellectual property rights during their studies. Hence,
shortly after they join us, they take part in a training program for recruits. We regard it as a
fundamental and essential program for training recruits to become patent engineers with a high
level of patent knowledge.

Our training program begins with a general lecture on basic patent-related knowledge
and then concentrates on the essential knowledge of patent practice. The table below shows the

categories and contents of the program.

Category Contents

1. Basic Laws Patent Act and Implementing Regulations, Intellectual Property Case Adjudica-
tion Act, Civil Code

2. Patent Examination Patentability and unity of invention, Written requirement, Amendment and

Guidelines correction

3. Patent Application Patent specification drafting, Points to review translation, Patent application

and Specification documents

4. Office Action Practice of OA in electronic, mechanical and chemical fields, and OA of utility

Prosecution model and design application

5. Patent Search Search for the file wrapper of the corresponding application, prior art, invalidity
documents, and FTO

6. Dispute Resolution Invalidation, Patent infringement, Invalidation trials and Patent litigation

)

The following is a detailed description of each category. In the text, the ‘Patent Act
refers to Patent Act in Taiwan, which is equivalent to Patent Act, Utility Model Act, and Design
Act in Japan.

1. Basic Laws : This category provides an overview of the patent system and its basic provisions
through an explanation of the Patent Act and its implementing regulations. It also covers some of
the articles of the IP Case Adjudication Act and the Civil Code about patent litigation.
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2. Patent Examination Guidelines: This category covers Part 2 ‘Substantive Examination of
Patents’, which is the most relevant to the daily work of patent engineers, among the five parts of
Patent Examination Guidelines in Taiwan. Specifically, it focuses on conditions for patentability
and unity of invention, written requirements, amendments, and corrections.

3. Patent Application and Specification : This category explains the procedures from the
discovery of an invention to the drafting of a patent specification. It also explains the points to
check the translation of a foreign language specification for a domestic application requested from
abroad, and the types and items of application documents.

4. Office Action Procecution: Our patent engineers are mainly divided into three types :
electronic, mechanical, and chemical fields. This category gives them first a lecture on common
OA practices and then a lecture on the contents of each field. For new mechanical and electronic
patent engineers, it also explains the OA practices for utility models and design applications,
which they will be mainly responsible for.

5. Patent Search : This category explains the search logic, available databases, search methods,
and draft of search formulas for searching the file wrappers of the corresponding foreign
applications during the office action prosecution, prior art to draft a patent specification,
documents to invalidate a patent, and FTO to prevent infringement. It also includes practical
training in search operations using real cases.

6. Dispute Resolution : This category covers the rules for determining invalidity and patent
infringement, and the system and practice of invalidation trials and patent litigation, to provide
the necessary knowledge for handling patent disputes.

As above, we adopt a step-by-step training plan, starting with teaching the basic
knowledge and practice of the patent system, and gradually moving on to more complex cases
and litigation. In particular, we attach great importance to the training system as a basis for
efficient and reliable training to become highly qualified patent engineers. In addition, our
systematic training material is also highly appreciated by patent engineers with some experience,
as it provides them with the basis for making the right decisions while handling daily work.

Furthermore, we organize ongoing training, reading sessions and seminars on
important OA cases, court judgements, draft law reform, and revised examination guidelines. This
ensures that all of our patent engineers are always up to date with the latest developments in
patent law and practice.

I hope this introduction will be useful to you.

(Translated by TIIP)



