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As a practitioner of both patent and trademark cases, I have been involved in a variety
of cases in both jurisdictions, and recently I have had several occasions to utilize my experience I
had with patent cases in trademark practice.

Specifically, during prosecution of a trademark application, we were notified of
reasons for refusal that the designated goods and/or services were not clear, and in response, we
sometimes explained the designated goods, etc. by referring to the description and drawings of a
corresponding patent application. Such reasons for refusal are often notified in cases where the
designated goods or services are goods or services that were hardly seen in the past. In addition,
in the case of a trademark application to Japan requested by an overseas client, those reasons for
refusal are often notified when the indication of the designated goods, etc., originally drafted in a
foreign language such as English, was translated into Japanese, or when the indication of the
designated goods, etc., in the original application was faithfully translated into Japanese because a
priority was claimed at the time of filing the application.

Then, it would be necessary to read and understand the matters stated in the
corresponding patent application documents in line with the indication of the designated goods,
etc. in the trademark application, specifically list the corresponding recitations, and present them
to the trademark examiner as part of explanatory materials. This can be a useful measure to
respond to the reasons for refusal, not only when explanatory materials such as a product catalog
in Japanese can be provided along with the corresponding recitations, but also especially when
such materials are difficult to obtain.

Furthermore, when referring to the corresponding patent application documents in
such a trademark case, it would be easier to properly relate the cases from different jurisdictions if
the patent application is being prosecuted by the same agent. From our experience in actual cases,
it has been implied that there are certain advantages in having cases from both jurisdictions
assigned to us, and being able to refer to them while having detailed records of progress of the

applications.



