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USPTO Attempting to Address Subject Matter
Eligibility Issues

Birch, Stewart, Kolasch & Birch, LLP, Partner
Chad M. Rink

The USPTO recently initiated the Deferred Subject Matter Eligibility Response Pilot
Program, which is designed to evaluate whether deferring responses to subject matter eligibility
rejections (as opposed to responding to all rejections at the same time) would improve
examination efficiency and patent quality. Participation was by invitation only wherein invitations
were mailed from February 1, 2022, to July 30, 2022.

To qualify for participation, the first Office Action on the merits had to have both
subject matter eligibility rejections and non-subject matter eligibility rejections. The invitation
was provided as a form paragraph in the first Office Action on the merits. The invitation had to be
accepted in order to participate in the program. Under the program, the applicant still had to file a
reply to every office action, but the applicant could defer responding to the subject matter
eligibility rejections until the earlier of the final disposition of the application or withdrawal of all
other outstanding rejections.

This program was initiated in response to a March 2021 letter from Senators Thom
Tillis and Tom Cotton. The letter indicated that the senators had conversations with former
USPTO officials, which suggested that applicants rarely received a rejection on grounds of patent
eligibility if the other rejections were overcome first. Specifically, by overcoming rejections under
35 U.S.C. §§ 102, 103, and 112 first, the claims were typically brought into compliance with §
101.

In the USPTO’s Director’s Blog on July 25, 2022, USPTO Director Kathi Vidal noted
that, while the invitation period has expired, the program will continue for one to two years as the
applications reach final disposition. Vidal indicated that approximately 600 invitations were sent
with about 200 invitations being accepted. Vidal also stated that the eligibility rejection rate has
dropped from about 25% in 2018 to about 8% today.

The results of the pilot program will likely be of interest to many since about two-

thirds of the invitations were not accepted. Although the exact reasons why the invitations were
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not accepted are unknown, patent practitioners were likely reluctant to participate in a new

program and/or did not want to wait to address the subject matter eligibility rejections.



