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Priority claims in trademarks are a key feature, also considering the multiple benefits
from claiming the priority of the first trademark application. Trademark applicants have to file
supporting documents, the so-called “priority document” in order to prove their claim, according
to the legislation and practice of the IP office receiving the priority claim. Such legislation and
practice differs and varies widely according to each jurisdiction, as some IP Offices require the
priority documents in paper format whereas for other IP Offices electronic documents are
sufficient, some IP Offices need to receive certified or even apostilled documents, often
accompanied by official translations into the local language, whereas other IP Offices also accept
simple copies of the documents. The existence of complicated requirements, accompanied by
official translations, can be burdensome for applicants, as they may be time-consuming and

costly.

In general, the non-availability or easy accessibility of priority documents when
needed for prosecution or litigation purposes by third parties having a legitimate interest to see or
use those documents is a further issue. This may be created by the receiving Office retrieving the
priority document online but not making it available to third parties or by Offices which do not

keep older priority documents in their public files for inspection by third parties.

In order to solve the above issues, namely a) the lack of availability or accessibility of
priority documents, especially to third parties having a legitimate interest for prosecution or
litigation purposes, and b) the elimination of costly and complicated certification requirements,
we suggest that the interested parties work to ensure that the IP offices are obliged to a) make and
keep available priority documents by keeping copies thereof in the publicly accessible online and
hard copy files of the receiving Offices, b) remove certification requirements, which should only

be applied in case of doubt on the priority document’s genuineness, ¢) encourage the direct
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electronic exchange of priority documents between the Offices in the example of WIPO DAS
system applied for patents and designs, d) make priority documents issued by issuing Offices

easily accessible to applicants.



