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There is a growing trend of Al-related patent applications. This leads to legal
questions around inventorship and ownership as Al technology develops to become increasingly
autonomous. Recently, the Artificial Inventor Project and Dr. Stephen Thaler have filed patent
applications with several patent offices worldwide for two inventions autonomously generated by
the AI system DABUS (Device for the Autonomous Bootstrapping of Unified Sentience),
designating the DABUS system as the inventor.

As far as we are aware, the South African Companies and Intellectual Property
Commission (CIPC) is the only patent office to have granted a patent for DABUS named as sole
inventor, and designating an Al system as the inventor has not been allowed in any other
jurisdiction. However, the German Federal Patent Court and the Board of Appeal of the European
Patent Office (EPO) have published decisions which indicate how patent protection by a national
German patent or a European patent can nevertheless be obtained for inventions made by an Al
system.

In decision 11 W (pat) 5/21, “Food Container” (published on April 21, 2022), the
German Federal Patent Court decided on an appeal against a decision of the German Patent and
Trademark Office (GPTO). The GPTO considered the originally filed designation of inventor,
which designated DABUS, as invalid and refused the patent application.

The court first decided if the appeal was admissible at all, or if it is was inadmissible
because it appeared to have been filed only out of curiosity. The court stated that, according to
German patent law, for the assessment of patentability it was not relevant how the invention was
made. Also, if he considers an Al as the inventor was not a fact that the applicant must state
truthfully, but only a question of law on which there can be different opinions. Accordingly, in the
opinion of the court, the applicant had no real reason to not designate himself as the inventor.

The court nevertheless admitted the appeal, but decided that an Al may not be
designated as the inventor. According to the court, the inventor has the right to be designated as
an acknowledgement for the achievement of having made the invention. Thus, the right of the
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inventor to be designated was based on the so-called inventor’s honor which was considered to
not exist for an Al The court also did not allow omitting the designation of inventor. It decided
that, in the case of doubt, the applicant should designate himself as the inventor.

Finally, the court allowed a designation of inventor where the applicant had designated
himself, with an addition that he has caused the Al system DABUS to generate the invention.
However, the court indicated that the GPTO is not required to consider the addition in
publications, for example in the register and in the publication of a granted patent. The decision of
the court is subject to a legal appeal to the Federal Court of Justice, which is the highest instance
court on patent matters in Germany, so it may possibly be reversed.

In decisions J 8/20 and J 9/20 (published on July, 5 and August 8, 2022), the Board of
Appeal of the EPO decided on appeals against decisions of the Receiving Section of the EPO to
refuse two patent applications designating DABUS as the inventor. The Board decided that it is
the ordinary meaning of the term “inventor” to denote a person with legal capacity. Also, the
purpose of the provisions dealing with the inventor and the designation was considered to
facilitate the enforcement of potential compensation claims, and to identify a legal basis for the
entitlement to the application. Designating a machine without legal capacity cannot serve these
purposes. Thus, designating DABUS as the inventor was considered not allowable.

Further, the Board decided that declaring that no person is identified as inventor since
the invention was conceived autonomously by DABUS was also not allowable, at least when it
was additionally declared that the applicant had the right to the invention by virtue of being the
owner and creator of DABUS. Due to the absence of a legal capacity, a transfer of the right to the
invention from the machine to the applicant was considered impossible.

However, the Board stated that they are not aware of any case law which would
prevent the user or owner of a device involved in an inventive activity to designate himself as the
inventor, and that the applicant is not prevented from providing information how the invention
was made in the description of the patent application.

Hence, the German Federal Patent Court and the Board of Appeal of the EPO have
both decided that only natural persons can be designated as inventor. However, they have also
indicated a possible solution to the issue of filing the declaration of inventor for an invention
made by an Al system. The solution is designating a natural person who is the owner or user of
the Al system as the inventor.

In summary, for obtaining a national German patent or a European patent for an
invention made by an Al, it is recommendable to designate a natural person as the inventor.
Additionally, it can be considered to include a statement indicating that the invention was made

by an Al system into the description.



