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< China >

An Effective IPR Model to Protect Corporate Profits
—The right of prior use of technologys

Chinable IP
Partner, Patent Attorney

Lu Changming

How to use intellectual property rights to best protect a company's profits is likely to

be a topic of concern to companies.
Intellectual property rights are the main means of protecting the profits of an enterprise. We are
constantly striving to transform the innovative achievements of enterprises into patents,
trademarks, copyrights, integrated circuits, and other intellectual property rights through
legislation.

However, they face several problems in this process. For example, the former
company's unapplied technology taken away by the retiree, the technology provided to the other
party during negotiations has been filed for a patent, the company's technical secret has been
leaked and a patent application has been filed, etc. In the above cases, if the application is not
filed in a timely manner, or if the technology proposal is not disclosed in a timely manner by
means other than patenting, it cannot be challenged against the intellectual property rights of
others. On the other hand, if our company's technical solutions are kept confidential, how to
provide reliable first-use rights to our technical solutions when others accuse us of infringing their
intellectual property rights is an important issue.

In a patent infringement case, the litigant company adopted the first-to-use defense,
but the judge refused to recognize the first-to-use defense due to lack of reliable research and
development records prior to the patent application date, and the litigant company faced huge
damages for patent infringement.

In fact, many countries recognize the right of prior use. According to Chinese patent
act, in a patent infringement dispute, if it can be shown that the technology or design practiced
belongs to an existing technology or design, it does not constitute patent infringement. In addition,
the manufacture or use of the same product prior to the patent application filing date will not be
considered infringement if the same product is manufactured, the same method is used, or the

same product is continuously manufactured or used once the necessary preparations for
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manufacture and use have been completed and within the original scope. The former mainly
covers technology that is in the public domain, while the latter covers technology that is in the
public domain as well as technology that is kept secret. Either publicly available or confidential
technology may be subject to accusations of intellectual property infringement.

Currently, there are many prior use rights, but there are few examples of first use
rights being defended and successfully used, and it is crucial that they are difficult to prove.

Furthermore, how will you protect your profits if the patent is invalidated, and the
technology idea is not protected? If technical secrets are stolen, how can you prove that the
intellectual property rights to these technical secrets and ideas belong to you, and how do you
define the right of prior use of technology? We would like to understand that there is still room for
improvement in intellectual property rights in the current situation, and we would like to explore
a new model to protect the profits of companies with the right of prior use of technology.

(Translated by TIIP)



