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Trademark Applications
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Around May of this year, there was an incident in which a certain Japanese trademark
registration (No. 6518338) was criticized by some online community and others, and the criticism
was directed at an individual who were considered to be the right holder.

This incident started with a third party (the individual) having applied for a trademark
for a title that had been used as a generic term in other people's derivative works related to online
video production, publicized the fact of registration on an SNS after the period for filing an
opposition to registration had passed, and furthermore expressed an intention to exercise
(monetize) the trademark right. Some media reports said that the third party was condemned for
its attempt to unfairly monopolize what has been regarded as common property on some online
sites, The third party, who was criticized, has already abandoned the trademark registration itself.

Furthermore, the criticism was then directed not only at the examination system of the
JPO, which approved the trademark registration, but also at the agent who represented the third
party in filing the trademark application, and the incident even developed into a situation in which
the agent’s office expressed its opinion on the application process on its website, explaining that it
had not overlooked the existence of a nefarious purpose at the application stage.

In countries like Japan, where the trademark system is based on the first-to-file
system, in principle, the "first to file" is the winner, and the "act of filing an application for
another person’s trademark with a nefarious purpose by taking advantage of the fact that the
trademark is not registered in the country or region concerned," i.e., "malicious trademark
application"'(1) is excluded at the examination stage, then leaving open the possibility of
contesting the validity of the trademark after registration through opposition or invalidation trial.

On the other hand, any person is basically free to apply for any trademark, to the

extent permitted by law, and the right holder is free to use, profit from, and dispose of the

1 UENO Tatsuhiro, “Malicious Trademark Applications,” Patent Vol.73, No.15, p.17 (2020).
https : //system.jpaa.or.jp/patent/viewPdf/3696
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trademark once it has been examined and registered.

There have not been many cases where the act of filing a trademark application itself,
or the fact resulting from it that the trademark is registered, has been subject to social criticism in
any way, except for malicious cases such as the filing of a large number of applications for
trademarks that are preempts of others’ trademarks without paying the application fee. However,
there were some cases seen in the past where the substantive aspect of a trademark before
registration is concerned (e.g., "Gikoneko" (Japanese trademark application No. 2002-19166),
"Nomaneko" (Japanese trademark application No. 2005-69971), and so on).

Many agents sometimes find it difficult to judge whether or not an application falls
under the above-mentioned "malicious trademark application” unless they are clearly aware of
facts that would indicate that the application falls under it, and they may prefer to recommend
their clients to obtain a decision from the JPO by filing an application.

Meanwhile, this case reminds the right holders who are thinking of exercising their
rights after passing the examination by the JPO that there may be social risks beyond the legal
framework, and it is an opportunity for agents to think about the external risks involved in the

business of application representation.



