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JPO’s new operation of suspending examination of
a divisional application where an appeal filed with
respect to the original application is still pending

Towa International Patent Firm
Director, Patent Attorney

Hiroaki Tsuno

From April 2023, it will be possible to request suspension of examination of a
divisional application in which an appeal filed with respect to the original application is still
pending.

According to an announcement by the JPO, this operation is applicable upon request
to patent applications that satisfy all of the following (1) through (4).

(1) Applications for which a request for examination is filed on or after April 1, 2023
and the examination is not yet initiated.

(2) Divisional applications that were divided after an examiner’s decision of refusal of
the original application.

(3) An appeal against the decision of refusal has been filed with respect to the original
application, and the original application is pending before a reconsideration by examiners before
appeal proceedings or an appeal against the decision of refusal.

(4) It is convenient to wait for the result of the reconsideration by examiners before

appeal proceedings or appeal against the decision of refusal of the original application.

The application for the operation must be filed within 5 business days from the date of
request for examination of the divisional application. Therefore, it is necessary to consider
whether or not to file an application for the operation together with the examination request for

the divisional application.

If this operation has been applied to a divisional application, examination of the
divisional application will be suspended until three months after any of the following (A) through
(C) is made in the original application.

(A) A copy of the notice of patent grant is served upon the applicant in the
reconsideration by examiners before appeal proceedings.
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(B) In an appeal against the decision of refusal, a copy of the first trial/appeal decision
is served upon the applicant.
(C) The request for appeal is withdrawn or dismissed.

With start of this operation, in addition to the acceleration of examination (Accelerated
Examination System or PPH) that has been in place for some time, a deceleration of examination
will also be possible. Therefore, it is expected that application strategies will be available in which
two divisional applications are filed for the original application while an appeal is still pending,
such as “Application A for which early grant of patent is desired” and “Application B for which

progress of the appeal filed with regard to the original application is desired to be considered.”



