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Infringement under the Doctrine of Equivalents
in Korea

BAE, KIM & LEE IP
Partner, Patent Attorney

Seong-Uk Yang

In Korea, infringement under the doctrine of equivalents is permitted even when there
are substituted or modified components in the composition of the patented invention if 1) the
problem-solving principle is the same, 2) the substituted components have substantially the same
effect, and 3) the substitution is obvious. In this case, it is also required that 4) the implementing
product is readily inventable from the known art and 5) the substituted composition does not fall
within those intentionally excluded in the application procedure.

The Supreme Court Decision 021Da280835 (‘the decision’) declared on 7 September
2022, provides specific criteria for determining whether, among these requirements for
infringement under the doctrine of equivalents, the effect of the action is identical or not.

The decision states that ‘whether the effect of the action is substantially the same
should be determined primarily based on whether the infringing product also solves the technical
problem that the patented invention solves as a problem not solved in the prior art. Therefore, if
the core of the technical idea underlying the means of solution peculiar to the patented invention,
as ascertained by taking into account the detailed description of the invention and the known art
at the time of filing, is also embodied in the infringing product, its effect of action should, in
principle, be regarded as substantially identical. However, if the core of the technical idea as
described was already known at the time of filing of the patented invention or is no different from
it, such a core cannot be regarded as unique to the patented invention, and the invention is not
regarded as solving a technical problem not solved in the prior art. In such cases, it is not possible
to determine whether the effect of the action is substantially identical based on whether the core
of the technical idea of the patented invention is embodied in the infringing product, etc. It is,
therefore, necessary to compare the individual functions and roles of the components in question
to determine whether they are equal or not.”

Specifically, in this case, as shown in the figure below, infringement under the doctrine

of equivalents was at issue because, in the patented invention, the micro-cutter (20) of the
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‘exfoliator’, the protruding plate (23) from the outer surface (21) is circular or polygonal in shape,
whereas in the implemented product, the protruding plate shapes two overlapping circles. The
decision held that the effects of action are not identical, based on the fact that the problem-solving
principle of the patented invention is that the micro-cutter is equipped with a protruding plate on
the outer surface, and that such a solving principle is known in the prior art, and that there is a
difference between the exfoliating effect when the protruding plate is circular or square and when

it shapes two overlapping circles.

Micro Cutter for Patented Invention Micro cutter implemented product

Thus, in determining the equivalent of the effect of action, in Korea, if the technical
idea of the patented invention is known, the decision is made from the individual function or role
of the substituted component in question as to whether it is equal or not.

According to this criterion, differences in the individual functions of the substituted
component will likely be admissible, and it will be difficult to find infringement under the
doctrine of equivalents. In addition, it is not easy to recognize the identity of the effect of action
unless the technical idea derived from all the prior art is described when the specification is
prepared. Therefore, sufficient consideration of the prior art is also necessary when preparing the
specification. And, to claim infringement under the doctrine of equivalents in Korea, it must be
ascertained whether the technical idea of the invention described in the specification was known

in the prior art. If it is known, then more care is required in exercising the right.

(Translated by TIIP)



