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< Taiwan >

Amendment of the Intellectual Property Case
Adjudication Act in Taiwan

Five Continents International Patent & Trademark Office
Attorney at Law

Fang-Yi Chu

The Legislative Yuan, Taiwan has approbated an amendment of the Intellectual
Property Case Adjudication Act (“IPCA Act”) on Jan 12, 2023. This would be the greatest
amendment of the IPCA Act since it was enacted in 2008, which has built a more professional and
efficient litigation system to conform to the trend of the times.

The More Completed Protection during Trade Secret Court Procedure

Taking into account the technical and legal professional characteristics of intellectual
property civil actions, it has been formulated in the IPCA Act that the exclusive jurisdiction of
first instance of intellectual property civil actions resides in the Intellectual Property and
Commercial Court to realize the purpose of professional adjudication and maintain the stability of
litigation proceeding.

In addition, due to the misappropriation of trade secrets might involve the judgment of
the issues, such as technic which is highly competitive in the industry or damage derived from the
commission of the offense, the exclusive jurisdiction of first instance of trade secrets criminal
actions (including ancillary civil action) resides in the Intellectual Property and Commercial Court
to maintain industrial ethics and order in competition and prevent the victim from the aggravating
injury caused by misappropriation of a trade secret. Furthermore, violation of confidentiality
preservation order would no longer be a case chargeable only upon complaint, and the offender
shall be sentenced to imprisonment for not more than three years, short-term imprisonment, (or) a

fine of not more than a million NT dollars.

The Case that Parties Shall Appoint an Attorney as Advocate Compulsively and the System
of Making a Trial Plan

The parties shall appoint an attorney as advocate compulsively in the following
cases : first instance of intellectual property civil actions in which the value of the subject matter
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exceeds 1.5 million NT dollars; first and second instance civil actions involving patent,
copyright of computer programs and trade secret; a motion for pre-action preservation of
evidence ; and provisional remedies proceeding. In addition, in the cases mentioned above or
complicated cases, or when the court finds it necessary, the court shall make a trial plan upon

discussion with the parties, and formulate the legal effect of violation of the trial plan.

The System of Collecting Relevant Evidence and Expert Witnesses

Referring to the Patent Act in Japan, the parties may move for the court to select
neutral technical experts for collecting relevant evidence when the action has been initiated.
Besides, the system of “expert witnesses” in the Commercial Case Adjudication Act shall apply
mutatis mutandis to intellectual property cases to resolve disputes professionally, appropriately

and efficiently.

The System of Disclosing Written Report Drafted by A Technical Examination Officer

Such reports drafted by a Technical Examination Officer will not be made public in
principle. However, the court may disclose the reports mentioned above in whole or in part if
necessary. For example, the court may make such disclosure to clarify the technical issues and
evidences of attack or defense, to conduce to reach a settlement of the proceeding, etc.
Furthermore, the court may base its judgment on the reports only if the court has given the
opportunity for the parties to present argument on the findings in the reports.

Lessening the Burden of Proof that the Victim Should Bear and Revising the System of
Participation in Proceedings by the Victim

To lessen the burden of proof that the victim should bear, the defendant should raise a
defense with specific reasonings in regard to its denial instead of denying merely, considering the
difficulty of collecting relevant evidence in the actions concerning patents, computer programs
and trade secrets. Besides, the system of “participation in proceedings by the Victim” in Code of
Criminal Procedure shall apply mutatis mutandis to intellectual property cases since the victim
would know exactly how the rights are infringed, given the intangibility of intellectual property
rights. Therefore, the victim would become a participant in the proceedings to grasp the current
situation and to protect rights and interests.

Aiming at the above, the Judicial Yuan, Taiwan looks forward to constructing a more
professional, appropriate and efficient system for adjudicating intellectual property cases through

this amendment, and wishes to mark a new epoch in intellectual property litigations.



