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Importance of a Thorough IP Strategy
—Inspired by The Devil Wears Prada —

Kowa Law Office, Attorney at Law
Kotaro Takenaga

I saw the film "The Devil Wears Prada" and fell in love with the Louis Poulsen light
fixture in that office. In this article, I, therefore, consider IP strategies in light of the 27 December

2018 ruling of the Tokyo District Court.

Outline of the case

The case involved a claim by the plaintiff, who holds trademark rights (registration
number 5825191) in a 3D trademark designating lampshades as the designated goods, against the
defendant, alleging that the sale of the defendant's foods (reproductions) constituted an
infringement of trademark rights, and seeking an injunction, etc. against the transfer of the
defendant's goods under Article 36(1) and (2) of the Trademark Act.

In this trial, the defendant argued (1) that there was no risk of misidentification or
confusion as to the origin of the goods for the identity of the plaintiff's trademark and the
defendant's trademark, and that the defendant had emphasized the fact that the goods were
reproductions (that the plaintiff's goods were genuine) and sold them at a low price. It also argued
(2) that the trademark in question constituted a trademark that was likely to be injurious to public
order or good morals (Article 4(1) (vii) of the Act), as the plaintiff had registered the trademark to
obstruct the defendant and its affiliated from importing the defendant's goods and other business

activities. However, these were both dismissed.

Perspectives on intellectual property strategy

This case involved a successful strategy by the plaintiff to file an application for the
trademark in question (a 3D trademark) as soon as it became aware that a reproduction by the
defendant of a product (PH-5) for which it had no design rights were available and to enforce its
rights under this trademark after registration.

Thus, even if the time limit under Article 2(1)(iii) of the Unfair Competition
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Prevention Act on dead copying has passed, it is important for the claimant to consider the
registration of a 3D trademark as an intellectual property strategy and not give up on it until the
end.

On the other hand, the respondent must consider its IP strategy bearing in mind that
even after the duration of the design right has expired, a claim for trademark infringement may

still be possible.

(Translated by TIIP)



