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< Japan >

Introduction of Letters of Consent in the Japanese
Trademark System

Towa International Patent Firm

Patent Attorney

Takeharu Hirabayashi

The Industrial Structure Council (Trademark System Subcommittee of the
Intellectual Property Committee), under the jurisdiction of the Ministry of Economy, Trade and
Industry (METI) of the Government of Japan, recently released a report on its discussions
regarding a review of the trademark system for the development of brand strategies utilizing
trademarks'. As an attorney, I am particularly interested in the fact that the report was compiled in
the direction of promoting the introduction of Letters of Consent in the Japanese trademark
system.

According to the definition in the report, the "Letters of Consent System" is a system
that allows the concurrent registration of a trademark that is identical or similar to a previously
registered trademark of another party, if the right holder of the previously registered trademark
gives his/her consent. In Japan, however, there is no similar procedure, and in cases where two
trademarks are similar, the "assign back" procedures have been adopted where the names of the
applicant and the right holder of the prior registered trademark are temporarily unified to resolve
the reason for refusal.

It is noted that the "assign back" procedures have been pointed out as having risks
associated with the temporary transfer of rights, financial and procedural burdens, and the
necessity of explaining the assign back procedures to overseas clients who are not familiar with
the procedures, as well as the troubles associated with them.

The author's practical experience is that when investigating the possibility of
registering a certain trademark at the request of a client, two prior registered trademarks were
found, one of which had been registered by adopting the assign back procedures for the other.

In such a case, the two prior registered trademarks are so similar to each other that it

was difficult to register the first trademark without adopting the assign back procedures for the
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second trademark, so the applicant cannot usually respond to the reason for refusal by claiming
dissimilarity of one of the prior registered trademarks from the applied-for trademark and
adopting the assign back procedures for the other prior registered trademark.

Therefore, if the applicant wishes to adopt the assign back procedures for both of the
prior registered trademarks, and it is possible to temporarily change the names of the owner of the
two prior registered trademarks to the name of the applicant, the procedures would be relatively
simple. However, it is possible that the two right holders might show reluctance to transfer their
rights, even if only temporarily, to the applicant who has no connection with the history of the
registration of the subsequent application in the two prior registered trademarks.

On the other hand, if the name of the applicant is temporarily changed to the name of
one or both of the two right holders, it may be easier to obtain consent from the two right holders,
but this time, a temporary transfer of rights between the two right holders is also necessary, which
complicates the handling.

Furthermore, once it turns out that the desired trademark registration can be obtained,
all rights transfers and name changes that have already been made must be undone, and all of the
above actions can only be taken after obtaining the consent of both right holders of the previously
registered trademarks.

Therefore, especially in the case of temporarily changing the name of the applicant to
the name of the two right holders of the prior registered trademarks, the negotiations and
procedures to be undertaken by the applicant will be more complicated than the usual assignment
back, which mainly assumes the existence of one prior registered trademark, and many users are
likely to give up on the application itself due to this burden.

If the Letters of Consent System is introduced, in the above case, it will be sufficient
for the user to obtain consent from each of the two right holders of the prior registered trademarks
individually, and since it does not involve a temporary transfer of rights between the two right
holders, it is expected that the prospect of negotiations with both right holders will become easier,

and it is expected that the number of users who will eventually file an application increases.



