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As of June 1, 2023, the Unified Patent Court (UPC) is in force, bringing fundamental
changes in the handling of European patents. One of these changes raises the question of whether
invalidity proceedings before the UPC can possibly be considered an improved opposition
procedure vis-a-vis the European Patent Office (EPO).

Status Quo and Options Prior to the Launch of the UPC

Prior to the launch of the UPC, limited options existed for challenging a granted
European patent. These included the central opposition procedure under Article 99 et seq. of the
European Patent Convention (EPC) before the EPO and the national nullity action under Sections
81 et seq. of the German Patent Act (PatG) or respective national nullity actions in all states where
the European patent was validated. The opposition procedure made it possible to file an

opposition within nine months after the grant of the patent in order to limit or revoke the patent.

Alternatively, an action for revocation could be filed before the German Federal Patent Court
(BPatG), but only after the opposition period had expired.

What's new with the UPC : Nullity action

With the introduction of the UPC, there is a novel possibility to centrally attack a
European patent with the help of an isolated nullity action. This procedure does not only concern
the newly introduced unitary patents, but also extends to existing bundle patents. The filing of an
invalidity action before the UPC requires that the patent owner has not filed an opt-out request

excluding the UPC's jurisdiction over the patent.

Differences and Strategic Considerations
The main difference between the traditional opposition procedure before the EPO and
the nullity action before the UPC lies in the flexibility and procedural conditions. While the
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opposition procedure provides a nine-month time limit for filing, the nullity action before the
UPC allows for a more flexible timing, as the nullity action can be filed at any time after the grant
of the European patent. This allows for more thorough preparation and analysis of arguments for
the plaintiff.

Another difference concerns the orientation of the decision makers. In EPO opposition
proceedings, the opposition division acts according to the office action principle, which means
that it can act independently of the parties' requests and must take an ex officio decision in every
case. In contrast, the UPC bases its decisions exclusively on the grounds, facts and evidence
presented by the parties, and the withdrawal of the action terminates the proceedings without a
decision on the merits.

However, a decisive advantage of the nullity proceedings before the UPC is the stricter
time limit regime. This enforces an efficient conduct of proceedings, whereby a first-instance
decision can be reached within about one year. This is in contrast to EPO opposition proceedings,
where the time limits are more flexible and the proceedings are usually much longer. For the
patent proprietor as defendant, this also means that, in contrast to the plaintiff, he is under high
time pressure to defend himself immediately after receiving the action, which requires a strong
team in his law firm and good teamwork with it.

Overall, the introduction of the UPC and the possibility of an invalidity action is a
significant innovation that provides alternative ways to challenge European patents. The choice
between the traditional opposition procedure and the nullity action before the UPC requires
careful strategic considerations in order to choose the most appropriate approach for the specific

case.



