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1. Overview

Recently, the Supreme Court ruled that if a publicized design falls under the exception
to lack of novelty, it is not possible to claim a free implementation design based on the prior
design that served as the basis for the application of exception to the lack of novelty. As this is
contrary to the position of the Patent Court, the implication of the exception to lack of novelty and
the free implementation design will be examined herein based on the positions and grounds of
each court.

2. Position of the Patent Court (2022He05412)

The plaintiff claimed against the defendant that “the design subject to confirmation
belongs to the scope of rights of the present registered design” and requested an appeal to confirm
the scope of rights, and when the Intellectual Property Trial and Appeal Board rendered a decision
dismissing the appeal, the plaintiff filed a lawsuit for cancellation of the decision.

Afterwards, the Patent Court held that a photograph of the product to which Prior
Design 2 was applied was taken, and was transmitted to a third party in the form of a file prior to
filing the application for the present registered design, and thus that this corresponds to a
publicized design unless there are special circumstances, and the Patent Court allowed the
defendant’s free implementation design defense based on prior design 2 and determined that the
design subject to confirmation did not fall within the scope of the registered design’s rights.

As a basis for the conclusion, the Patent Court held that (D the lack of novelty
exception stipulates that a publicized design shall not be regarded as being publicized in the
determination of “requirements for design registration,” that @ the lack of novelty exception
should be considered “to the extent that the rights and interests of third parties are not harmed”
when determining whether to register, that (3 the legal principle of free implementation design is
that the subject of comparison is configured as the publicized design and the design subject to
confirmation, and does not consider the “relationship with the registered design,” and that @ if the
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design is unjustly disclosed against the purpose during the transaction process, the design can be
protected by the Unfair Competition Prevention and Trade Secret Protection Act.

3. Position of the Supreme Court (10473Hu2021)

The Supreme Court considered that the issue in this case is whether it is possible to
claim a free implementation design based on the prior design that served as the basis for the
application of the lack of novelty exception rule, and held that the claim for free implementation
design on the premise that the publicly available design, which is the basis for application of the
lack of novelty exception rule, or the design that can be easily implemented according to the
combination thereof is in the public domain available to anyone is not allowed, and reversed and
remanded the lower court’s decision.

The Supreme Court cited as the grounds for the above conclusion that, (D to promote
a balance of interests between a third party and a person who has the right to receive design
registration on the premise of a legislative decision recognizing the exception of lack of novelty,
the timing and procedural requirements to comply with to apply the lack of novelty exception rule
are determined, and even if the lack of novelty exception rule is applied, the filing date is not
retroactive, that @) the legal principle of free implementation design, which compares the design
subject to confirmation with the publicized design, is based on the idea that anyone should be able
to use the design in the public domain, and it cannot be concluded that the publicized design,
which is the basis for application of the lack of novelty exception rule, is in the public domain,
and that (3 as the right to use free of charge is granted to a third party who has not made any
creative contribution to the publicized design, an unreasonable result may occur in which the
protection of the third party takes precedence over the right of the registered design rights holder.

4. Conclusion

After the ruling of the Patent Court, there have been a great deal of controversy about
the interpretation of the exception to lack of novelty and free implementation design. However,
based on the decision of the Supreme Court, the principle was established that if a person eligible
for design registration received design registration as an exception to the lack of novelty, the
publicized design which is the basis for that can no longer be considered to be in the domain of
free implementation.

Applying the legal principle of free implementation, which has been recognized in
judicial precedent, in preference to the claim for exception of lack of novelty, which has been
explicitly recognized, may lead to an unreasonable conclusion in which the rights holder’s rights
are excessively restricted. In this respect, the decision of the Supreme Court is considered highly
desirable in that it has established an active stance and clear standards for the protection of rights
holders.



