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< Taiwan >

Al Technology-related Patent Applications
and Judgements

Lee and Li, Attorneys at Law
Patent attorney

Tzu-Lien Ou

Artificial intelligence (AI) emerged in the middle 20th century and has developed
even faster since the end of the 20th century, with advances in hardware such as computing chips
and algorithms such as neural networks. Today, it has a wide range of applications in different
sectors such as manufacture, medical care, traffic, law, agriculture and national defense.

In this article, I shall discuss the following three aspects of Al technology-related

patent applications and court judgements in Taiwan.

1. Patent eligibility of inventions with AI as an inventor

Whether or not to allow a patent application with an Al as an inventor is a common
and important issue throughout the world. This issue is also actively debated in the Taiwanese
legal community.

The Intellectual Property and Commercial Court (IPCC) held in the Administrative
Judgement in Administrative Patent Case No.3 of the 110th year (2021) that "following the
Patent Law and patent examination guidelines, the inventor of a patent must be a 'natural
person'. It is essential that the inventor is not only the one who has made a mental creation and
substantial contribution to the technical features described in the claims, but also a 'natural
person".

The applicant subsequently appealed against this judgement. However, the Supreme
Administrative Court upheld the IPCC's judgement in its Judgement No.55 of the 111th year
(2022), further indicating that "it is clear that the inventor must be a natural person, as the
right to determine the indication of the inventor's name is a type of personality right".

As mentioned above, at present, both the Supreme Administrative Court and the IPCC

agree that inventions with Al as the inventor are not patent-eligible.

2. Revised examination guidelines for Al-related patents
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The patent industry has been conducting various studies on determining the patent
eligibility of computer software inventions, including Al technology. In 2021, the Taiwan
Intellectual Property Office significantly revised 'Part 2, Chapter 12 : Criteria for Computer
Software-related Inventions' of the Patent Examination Guidelines. It was effective from 1
July 2021.

The three main points of the above revision are as follows : (1) the establishment of
principles for determining the definition of invention (patent eligibility) in computer software-
related inventions ; (2) ensuring consistency between the principles for determining the
inventive step of computer software-related inventions and the basic principles for the
inventive step in the Examination Guidelines ; and (3) the addition of matters relating to Al,
etc. and numerous cases relating to grounds for non-patentability, patent eligibility, inventive
step, inappropriate description, etc. in Al and related fields.

Furthermore, the TIPO has prepared a 'Collection of Patent Examination Cases on
Information Technology' because of the need for patent applications and examinations, which
was published on 6 January 2022. This is a compilation of 20 cases on five major
technological application fields of information technology (IT), including seven cases on Al,
three cases on IoT, three cases on blockchain, three cases on cloud applications and four cases

on big data.

3. Utilization and acquisition of patent rights of AI technologies

Al technology is currently being utilized to a wide range of situations. Examples
include the 'creation of new digital intelligence services', such as preventive healthcare,
including remote patient monitoring and online healthcare consultations, and the 'improvement
of existing work methods in various industries', such as connecting individual work areas
within a factory by combining Internet of Things (IoT) and Al technologies.

Al technologies used in different fields can be found to lack patent requirements if the
contents or concepts are similar or correspondent. However, if the technical features of the Al
device are demonstrated and proven to achieve unforeseen technical effects, the core

technology can be protected by patent rights in the field in which they are used.
As mentioned above, Taiwan's patent office and courts are actively working to ensure
that Al technology develops in a better direction in line with technological progress, by

establishing relevant examination guidelines and court judgement cases.

(Translated by TIIP)



