78 HFNEUMBIIE 15 2 B GEEE 27 )

<TFI)>

75 DNV IZBIF A N THIGED
FENH G w R

Licks FraFHE B HT
SR— b=, Dy ST A Y A
Roberto Carapeto

7T UIOVERFITIL, 2022409 A 06 AfFOAH (RPI) 2 2696 512, FFaFH
J# BR11 2021 008931 4 1Txt L CHIT SN B EICHBWT, N LHELEHE
LLTHET A ZEEIARMETHL Z L EaAEK L, ZOWREIZLY, 77D 0
FENBRE D D ORI O Ty & H72 Sdu, AL Z st L TRIRF L
MTEREHT D ERAfgEE oo T,

A RFFFHE BR 11 2021 00893 1 4 [X[E B HFE PCT/IB2019/057809 (Z BEiH 3~
20 THY, BHFE L L TALME (AD Y A7 AZHEE LRIOEE
PCT HHFECdh o 7=, HIFEAIT Stephen L. Thaler F& & 72 > TN DA%, FHHE & LT
DABUS, THE INVENTION WAS AUTONOMOUSLY GENERATED BY AN
ARTIFICIAL INTELLIGENCE] 2MEE SIVTW5, [FERZe U 77 2V LISMC
HbHAR, BT, AR A=A TVT, RAVREDNL DONOETHIES
NTVW5HDOTH5H, DABUS LTI D Al v AT AFERIL, Stephen L. Thaler
EETA % K3 US 10423875 B2 I L » TIR#ES N TV 5,

77 UEEFIT (INPD 1d, HEERICEAE & LCHARANTESE S LTV
WZERIEL, A7 AT 7 v a v ERIT LI, 77 VRRFT (NPD I,
7T UVFEEMTEES 6 KIC LA, FRFHFEOREHE BRI 2 A LTV
Tl blenwb {5z 7,

HFEENIZ TRAE ) LW OBAIL T 7 DVETIIER SN TR E TR L,
B S DI, FESEM EEVRS 6 450 2 THIC K UE, B2 32 9 2 HERIIE,
HEABEIOSHD2EHETHDH I EHAIEE LTWVDICBERNEEELL,
Thaler F&1%, DABUS 28 A& OFTAY T 5 UL E, FEIAH KT B0 070 5 HEF]
HEMEICIIARAND LD THD & FELR,

77 PAREFEIT (INPD) (%, SFROMBILE LT, 7S L5695 4 S ter, IPLH 6



Journal of Towa Institute of Intellectual Property Vol.15, No.2 79

FEL2HBLOE 4T, 25T TRIPS EEMEE 2T T D, i, U &
I 45030, TRIFAZ X, FFFREIC RS & L CRESN DR EHT 5
EHELTWD, LER-T, BRAOLBEEEEZIIEWAEL LTLAESL Z
LINTED, TIVNPEEMPEEDNL ODDEL AR LT, 7 Ui
PiD, TOBEWRT, 77 INERTIER, 77 UOVREFR 15 (X TO AN,
TTROKFFICEB W THERI L BB E2ET5)) REDDZ EICE D, BIEITLA
BIZ TA) ThRIFNEZR SR 0nERDT,

L7zi> T, 7T VNMEFT (INPD) OYFEREBICOWLTE, i, -
NVERDEDEILT 4= ROV T T b 7avxy hOXH B EHEICE
TS iam & [FERIS . R O MBI FEME OMEFULIZ B9~ D iEA Tl AT
BRI BN 21T 5 Z LN TELBENR, L LR EG, 77 VKT (INP)
1. A TTENEEIZ K o THFE SN FEIADY, BT OREEMEIEICKIT 558 TH Y |
ALIZ L > TERINTHAZHH T 2 EROBBIL L EOLEEN S 5 L R
fiLCT\5,

AARIZEBWT S, KO PCT HBEXNBAT S L7, AARICEH, FHHF L LTAI
Tl T LADOHFR (XA ARHE BHERICHI Lo NTHEE)) Zitdi LT
W, BARRFITIL, BHFORRIIARANIE S, Al Z5HE & L TR
TH5ZEEROBNEDONIGET>TW5, HAROHFEXEI Ny Z2Z1F, £ 0
BRI IS TRERR STz,

LA, ZOMEICELTIENA—EFA B =2 a v BARENTWS, &k
BT AHAZENEETHDL T, N—FFT A= a b EETAHILERD S,



80 HAUHMAFYE 515 8E 2 B G@AEE 27 5)

< Brazil >

Inventor Eligibility for Artificial Intelligence at the
Brazilian Patent Office
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In a gazette (RPI) No. 2696 of 6 September 2022, the Brazilian Patent Office (Instituto
Nacional da Propriedade Industrial : INPI) published that artificial intelligence cannot be
designated as an inventor in the opinion issued in response to patent application BR 11 2021
008931 4. With this decision, the patent application was considered rejected at the national stage
in Brazil and the applicant could file an appeal against it.

The patent application in question, BR 11 2021 008931 4, related to international
application PCT/IB2019/057809, was the first international PCT application to designate an Al
system as the inventor. Its applicant was Stephen L. Thaler and its designated inventor was
'DABUS, THE INVENTION WAS AUTONOMOUSLY GENERATED BY AN ARTIFICIAL
INTELLIGENCE'. The same patent has been filed in Brazil, and several other countries, including
Japan, Canada, India, Australia and Germany. The Al system itself, called DABUS, is protected
by patent US 10423875 B2, owned by Stephen L. Thaler.

The INPI issued an office action, noting that the application did not list a natural
person as an inventor. It then informed the applicant that according to Article 6 of the Brazilian
Industrial Property Act, the inventor of a patent application must have legal capacity.

In response, the applicant, Mr. Thaler, argued that the concept of ‘inventor’ is not
defined in Brazilian law. He further pointed out that according to Article 6(2) of the Industrial
Property Act, the right to submit a patent application only presupposes that the applicant is a
person with legal capacity. He also complained that as long as DABUS is his property, any rights
of the inventor here are ultimately his.

The INPI cites Article 4ter of the Paris Convention, Article 6(2) and (4) of the IPL and
the TRIPS Agreement in general as the basis for its decision. In particular, Article 4(3) of the Paris
Convention provides that ‘The inventor shall have the right to be mentioned as such in the patent’.
Therefore, only natural persons can be named as inventors. The same conclusion can be drawn

from several articles of the Brazilian Industrial Property Act. In that regard, the INPI held that the
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inventor must necessarily be a ‘person’, as provided for by Article 1 of the Brazilian Civil Code
(‘Every person has rights and duties in the civil order’).

In this opinion of the INPI, it generally does not accept the assumption that intelligent
activity is possible for non-humans in the current IP legislation, similar to discussions on
copyright, such as the monkey Naruto selfies or the 'Next Rembrandt' project. However, the INPI
notes that inventions developed by Al are a challenge to the current Industrial Property Act and
that the law regulating inventions conceived by Al needs to be elaborated and amended.

The PCT application in this case was also filed in Japan. And in Japan, the name of
the Al program (‘DABAS, an artificial intelligence which invented the invention autonomously’)
was listed as the inventor. The Japan Patent Office has taken the position that it is not acceptable
to list an Al as an inventor, as the indication of an inventor is limited to natural persons. The
application was rejected in Japan and the decision was confirmed in an appeal.

At present, harmonization has been established on this issue. While it is important to

continue the debate, harmonization should also be taken into account.

(Translated by TIIP)



