10 SEFANIRFZE 5 16 55 1 5 GEEH 28 &)

< K[E >

USPTO DR IED =8 D
FREG 12 EIFRiE

Cantor Colburn LLP/Counsel
US Patent Attorney

HURE— 1B

HIFEAZ X0 — A0SR S Qv D8k & 22 REF HBERRISE 0 0 B #im 2 A
TWBHONR, LIFLIE 3T vy sy b EMEEND, B—OR &2 D)
W BTS2 ORFERET 52 8T, Ty by ML BA o
A A REEIZ L, B AT ICE W ARRRELZR TS Z 2 M E L TNET,

20226 H 8 H, #SEIRDKE EPtikH 7 v — 71X, USPTO DA T 1 » 7+
AVREICEf 2% TR EITHE oo~ =) m— g
VENN—TEEEDOREF, —RICT U by b T AREE R L E
L7z, EBGBE DI, FICAFEROMEEBICEL T, T b dry R
WL RITTEERLTWET, LA SIIRC, MO EIE 2R L.
USPTO A3 HL—DFEHN % L CHEEO R A5 L T D aligtEnidh o & Fak L.,
Mk HEE 2 — X FVT 4 A7 LA = —DIBITIZ OV TEIEZ ity 5 X 5 Bl
LE L,

ZoFEM A LT, 20224210 H 4 H, USPTO /& TUSPTO Initiatives To Ensure
the Robustness and Reliability of Patent Rights (FFFFAEDEL M L EHEME 2 IR T2
OO USPTO DA =T 7 4 TICETH2ERIEE) ) ZAKLELE, 204
=TT 4T O A ML, BREER, AT T ERREE, i TR (RCE),
fikifoe HESE O [EIEHIBRICBE 3 A s E D Al REMES & Eh Tk Lz,

2023 454 A 27 H, USPTO I, —¥D AT IV —IZ O\ T KIBARE L F & £
IRFFBIMEREZ AR LE L, ZOREBUERIZIE, 2HIF & 3[HH O RCE
IZXF L TENEIL 500 KL & 1,600 RAOE EIFREEN TR Y, Mk HED A+
TV YRR D OISO RCE &1T D HIBEA OB A HI S ATREME N H 0
T4, S5, SRIOFEEERICIE, EBREHEND 3ERE TEROH
FEIZHR LT, 2L 1,500 KL & 3,000 RADOFERENF-ICEENLTOET,



Journal of Towa Institute of Intellectual Property Vol.16, No.l 11

AR ORI, FFHCBE T 2B M2 IS5 2 &, RrFo i 2
fLED ET 2RI ITEbET, Lol BEINTWDEKEENTHIE
ST, TARTOEBANCKREREEEEZ DFRENRH Y £, 1EoT, FF
FEBEIE, B0 A MEEZRIER L, RESINEERO T OME % ok
B9 272 Ok (2 1E, Mkt HEEOPRE 2 BT 5. Jkio aTRENEN &
LG IITREH R MEFRL 2 BID 572 &) 2N THRETY, USPTOIZ LD &,
RS NIHRIR OEEIE 2024 FEHEEIC TE SN TV E T,

OGRER 4 HFERT)



12 SEFERRZE 8 16 55 1 5 GEARYE 28 5)

< the United States >

USPTO Proposes Fee Increases to
Discourage Patent Thickets

Cantor Colburn LLP/Counsel
US Patent Attorney

Koichiro Nakamura

Of the various patent filing strategies commonly utilized by applicants, one of the
more controversial, often referred to as “patent thickets”, involves obtaining a large number of
patents directed to and around a single invention. Patent thickets are intended to make it difficult
for competitors to design around and to create a high barrier of entry for newcomers to the field.

On June 8, 2022, a bipartisan group of U.S. senators sent a letter to USPTO Director
Kathi Vidal voicing their concerns regarding “large numbers of patents that cover a single product
or minor variations on a single product, commonly known as patent thickets.” The senators allege
negative impacts of patent thickets, especially with respect to high prescription drug prices. The
senators specifically noted the prevalence of continuation applications and alleged that the
USPTO may be granting multiple patents for single inventions and requested consideration of
revisions to continuation and terminal disclaimer practice.

Partly in response to the letter, on October 4, 2022, the USPTO published a “Request
for Comments on USPTO Initiatives To Ensure the Robustness and Reliability of Patent Rights.”
The list of initiatives included possible revisions to restriction, non-statutory double patenting,
RCE, and continuation practice.

On April 27, 2023, the USPTO published proposed patent fee changes with steep fee
increases for select categories. The proposed fee changes include $500 and $1,600 increases for
second and third RCEs, respectively, which may discourage applicants from filing multiple RCEs
to reserve the option to file continuation applications. Further, the proposed fee changes include
new $1,500 and $3,000 fees for filing applications three and seven years after filing of the priority
application, respectively.

The fee changes appear to be an attempt to discourage patent thickets by increasing
costs associated therewith. However, the proposed fee schedule, if instituted, could have a signif-

icant impact on all applicants. Accordingly, patent practitioners should be cognizant of the possi-
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ble cost increases and formulate strategies (e.g., proactive making continuation filing decisions,
recommending expedited prosecution if continuations are likely) to maximize value under the
proposed fee schedule. According to the USPTO, a Notice of Proposed Rulemaking is expected
in early 2024.



