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Introduction

After the High Court issued a split decision concerning patentable subject matter of
computer implemented inventions, a variety of cases have subsequently been handed down by
lower Australian authorities. It is apparent from these decisions that computer implemented

inventions are considered patentable subject matter in a variety of circumstances.

Summary of the High Court’s split decision

Aristocrat owned four innovation patents directed toward an electronic gaming
machine. A Delegate of the Commissioner found that each innovation patent lacked patentable
subject matter. Aristocrat’s appeal to the Federal Court was allowed. However, the Commissioner
appealed successfully to the Full Federal Court, resulting in the following test from the majority

judgement :

i. Is the invention claimed a computer-implemented invention?

ii. If so, can the invention claimed broadly be described as an advance in computer technology?

Aristocrat was granted special leave to appeal to the High Court. The High Court
returned a divided decision in Aristocrat Technologies Australia Pty Ltd v Commissioner of
Patents [2022] HCA 29. Kiefel CJ, Gageler and Keane JJ concluded that there is threshold
requirement of inventiveness that an alleged invention must possess for the claimed invention to
be patentable subject matter, which Aristocrat’s invention did not meet. However, Gordon,
Edelman and Steward JJ highlighted that significant caution is needed when characterising the
invention and noted that whilst there is a threshold requirement of inventiveness, this threshold is
low.

As a majority decision could not be reached, the Full Federal Court’s majority decision
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was affirmed, despite both judgements of the High Court criticising the above test.

Federal Court consideration after Aristocrat

In UbiPark Pty Ltd v TMA Capital Australia Pty Ltd (No 2) [2023] FCA 885, the
patent related to a system using a smart phone which was configured to determine signal strengths
of entry signals and exit signals to control a user’s entry into and exit from a restricted area (e.g.
vehicular parking station) having an entry or exit barrier.

Moshinsky J identified common principles from the split High Court’s decision :

1. The court should focus on the substance of what is claimed, and not the form, and
accordingly there is a need to first characterise the invention.

2. Schemes and plans that are not inherently patentable and which are merely implemented on
a generic computer do not become patentable as a result.

3. Patentable subject matter may result where there is something more than mere

implementation, which may include an improvement in the operation of the computer.

His Honour made specific reference to the High Court’s comment by Kiefel CJ,
Gageler and Keane J’s that “[i]n relation to computers and computer-related technology, it has
been held in decisions of the Federal Court that a claimed invention will be a proper subject of
letters patent if it has some “concrete, tangible, physical, or observable effect”, as distinct from “an
abstract, intangible situation” or “a mere scheme, an abstract idea [or] mere intellectual
information”.

Furthermore, Moshinsky J noted that Gordon, Edelman and Steward JJ of the High
Court were of the opinion that “[i]t is enough that the artificial state of affairs and useful result are
created by ‘the way in which the method is carried out in the computer’.”

Moshinsky J concluded that the claimed invention in question exhibited a “concrete,
tangible, physical, or observable effect” and that “the invention as claimed constitutes an abstract
idea that is ‘implemented on a computer to produce an artificial state of affairs and a useful

result”. As such, the claimed invention was considered patentable subject matter.

Australian Patent Office consideration after Aristocrat

In an Australian Patent Office hearing decision, Apple Inc. [2022] APO 83, the patent
application in question related an electronic device (e.g., a smart phone) including a biometric
sensor for revealing redacted content displayed on a screen. The specification highlighted that

many electronic devices have graphical user interfaces that contain private information which can
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be redacted, but it is difficult and time consuming for the user to view the unredacted content. The
independent claims of the patent application were directed toward displaying the unredacted
content in response to the user authenticating their credentials using the biometric sensor.
Throughout examination, the Australian Patent Office maintained that the independent claims
were unpatentable subject matter.

In submissions, Apple asserted that the invention solved a technical problem due to
there being a reduction of steps for authenticating user credentials to conserve power and increase
time between charges. However, the Delegate concluded that the claim was not limited to battery
operated devices and that any potential savings in energy did not necessarily relate to any
improved computer function.

Apple also submitted that the claimed invention provided a technical solution by
providing an improved human computer interface via a streamlined authentication process. Whilst
the Delegate acknowledged that the process was more streamlined, the Delegate concluded that
the method of authenticating a user’s credentials using a biometric sensor remained unchanged
and did not result in an improved computer or interface.

Ultimately, the Delegate ultimately concluded that claim 1 was not patentable subject
matter.

However, the Delegate went on to consider dependent claims 11 and 12 which defined
that the unredacted version of the content was only displayed if the biometric sensor continued to
detect the biometric input, and once the biometric input ceased, the display reverted to the
redacted version of the content. Apple asserted that that the working interrelationship between
biometric authentication and the display of unredacted information cannot be described as a mere
presentation of information. The Delegate agreed noting the technical effects of claims 11 and 12
“--elevate the invention to something more than a business innovation”, thereby concluding that

claims 11 and 12 were directed toward patentable subject matter.



