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One key measure against counterfeit goods is filing an import injunction peti-
tion at customs (waterfront control system) under Article 69-13 of the Customs Law.
Information on accepted petitions can be searched on the Customs website for controlling
intellectual property-infringing goods.

A search of the site for trademark-based petitions shows cases where graphic
trademarks, such as product shapes, were the basis (e.g., Van Cleef’s registration 5741642
or Miyake & Associates’ registration 576342). Design Office also filed a petition based
on registration No. 5763494, among others.

These petitions are likely filed because: (1) No design registration was
applied for before sales began ; (2) Registering a 3D trademark of a product shape is dif-
ficult, costly, and time-consuming ; (3) In a lawsuit, it’s possible to claim the shape is a
well-known indicator of goods. However, filing under the Unfair Competition Prevention
Law requires a written opinion or certificate from the Minister of Economy, Trade, and
Industry.

The author knows of many customs injunctions granted against counterfeit goods based
on these rights.

1t’s unclear how courts will enforce 3D product shapes based on graphic trade-
marks (as noted in Patent News No. 15148), but since customs has granted injunctions,
they may handle such trademarks flexibly. Given this, it could be worth considering

obtaining these trademark rights as a strategy for filing import injunction petitions.



