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One of the more unique and frustrating aspects of U.S. patent prosecution is the filing
of an Information Disclosure Statement (IDS). The requirement for IDSs stem from 37 CFR §
1.56 which sets forth an applicant’s duty to disclose information material to patentability. The
failure to meet this duty in a U.S. patent application can be the basis of inequitable conduct which
may render the entire family of the application unenforceable.

An office action in a corresponding foreign application may trigger the duty to dis-
close references cited in a rejection. While 37 CFR  § 1.97 is relatively straightforward in
explaining what is required to file an IDS at each stage of prosecution, filing of the IDS after
receipt of a notice of allowance can be confusing, as there are three distinct options for the IDS
filing.

The first option is to file a Request for Continued Examination (RCE) to reopen pros-
ecution and file the IDS. This may be required if, for example, if more than three months have
elapsed since mailing of the foreign office action. The RCE effectively resets the time period to
37 CFR § 1.97(b)(1) such that no certification statement or fee is required to file the IDS.

The second option is to file the IDS with a certification statement under 37 CFR §
1.97(e)(1) and the fee set forth in 37 CFR § 1.17(p). This would be an option if less than three
months have elapsed since mailing of the foreign office action, and the references being submitted
were first cited in the foreign office action. Upon filing of the IDS, it is highly recommended to
contact the Examiner to make them aware of the IDS filing. Doing so helps ensure that the IDS is
considered before the issue fee is due, as there is often a lag between filing of the IDS and the IDS
being put in front of the Examiner for consideration.

However, if the issue fee has already been paid, the second option is unavailable even
if less than three months have elapsed from the mailing of the foreign office action. While it is
possible to file the RCE and reopen prosecution, the USPTO allows for a third option, the Quick
Path Information Disclosure Statement (QPIDS). The QPIDS is effectively a conditional combi-
nation of the first two options and requires both the RCE and the IDS with a certification state-
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ment under 37 CFR § 1.97(e)(1) and the fee set forth in 37 CFR § 1.17(p). If the Examiner
considers the QPIDS and finds that the claims are still allowable over the submitted references,
the IDS will be considered without the RCE and the RCE fee is refunded. However, if the claims
are found to not be allowable over the submitted references, the RCE will become effective and
prosecution is reopened.

While IDS requirements can be arduous, understanding the different options is critical
to avoid payment of unnecessary fees or failure to satisfy the duty under 37 CFR § 1.56 leading
to unenforceability of the entire U.S. patent family.



