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Our article in Vol. 17 No.1 of the Journal of Towa Institute of Intellectual Property
discussed recent U.S. developments in determining whether different expiration dates for similar
patents represent an improper extension in effective patent life under the doctrine of obviousness
double patenting. This article will consider the second aspect of the U.S. obviousness double
patenting issue, common ownership.

The common ownership requirement seeks to protect an infringer from being pursued
by different patent owners holding closely-related patents. The Terminal Disclaimer required by
the USPTO to resolve an obviousness double patenting rejection during prosecution addresses
this by requiring the patent resulting from the application in question to be enforceable only while
the ownership of that patent and the reference patent is identical.

Any ownership difference, e.g. a co-owner for one who is not a co-owner for the
other, will violate the common ownership requirement. The USPTO will refuse a Terminal
Disclaimer to overcome a double patenting rejection if common ownership is not satisfied, but
this can be overcome by changing the ownership of the rejected application or the reference
patent to make the ownership identical. Similarly, a problem with common ownership that arises
after the patent has issued can be addressed by adjusting the ownership, but the patent will be
unenforceable for the time that ownership was not identical.

Common ownership issues are relatively rare, but one situation requiring care is when
two companies collaborate in developing a technology that the companies plan to use in different
fields. In such situations some applications may be owned jointly and others owned separately.
This can result in an obviousness double patenting rejection, e.g. a singly-owned application
focused on an end use rejected over a jointly-owned application or patent to the basic technology,
or an application to one end use rejected over an application or patent to the other end use. If the
parties do not reach an agreement for establishing common ownership, a Terminal Disclaimer
cannot be used to remove the double patenting rejection.

One option for avoiding this problem is for all relevant applications to be jointly
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owned, with an agreement between the owners limiting how the patents are to be exploited.
Another option is to combine as many of the applications as possible into a single U.S. filing. If
the U.S. examiner raises a restriction issue among the claims, separate divisionals can be filed and
have different owners because double patenting cannot be raised by the USPTO or in litigation
once there has been a restriction (35 U.S.C. 121). In this case it is advisable to cancel the
restricted claims from the parent as soon as possible to avoid the possibility of the examiner

withdrawing the restriction issue.

The views expressed are those of the author alone and should not be attributed to HSML P.C. or

its clients.



