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Every now and then a significant legal case arrives which questions what everybody
had considered to be accepted practice in the prosecution of patent applications. Here is a great
example. There has been recent debate about whether the established practice of the EPO to
require the description to be amended to excise any matter which is not aligned with allowed
claims is in fact based on the European Patent Convention (EPC). A technical board of appeal has
referred questions on this matter to the Enlarged Board of Appeal (EBA) for clarification of the
law.

In the case (T 0697/22), the Board of Appeal found that the claims, amended versus

the granted claims. However, the description amendments that had previously been made were
held by the Board not to be consistent. At the hearing the Board declined to allow continuation of
the proceedings in writing so as to allow the proprietor to file further amendments to the
description, and also declined to allow them to file such amendments at the hearing. It then
became necessary to know whether amendment of the description to match the amended claims
was required. Since the Board held that the case law on this issue is divergent, they found it
necessary to refer questions to the EBA, asking the following question :
“If the claims of a European patent are amended during opposition proceedings or opposition-
appeal proceedings, and the amendments introduce an inconsistency between the amended claims
and the description of the patent, is it necessary to comply with the requirements of the EPC, to
adapt the description to the amended claims such that the inconsistency is removed?”

Ever since the European patent system was established it has been accepted that the
answer to this question is “yes” and it is difficult to see why that answer should change, but
perhaps it will! EBA will tell us shortly.



