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The referral decision G 1/23 concerns Article 54(2) EPC which sets out that the state
of the art shall be held to comprise everything made available to the public, before the date of
filing of the European patent application.

In the case, it was in dispute whether a specific commercially available polymer
product for the manufacture of solar cells could be considered to belong to the state of the art,
even though it could not be reproduced (reproducibility requirement).

In regard to this point, the foregoing decision G 1/92 of the Enlarged BoA has
interpreted the above “reproducibility requirement” as follows : “The chemical composition of a
product is state of the art when the product as such is available to the public and can be analysed
and reproduced by the skilled person, ...”.

That is, a product that was available on the market, but could not be analysed and
reproduced by the skilled person at the relevant date, does not form part of the state of the art (Art.
54 and 56 EPC).

On the other hand, the Enlarged Board interpreted it at this time differently from that
set out in G 1/92. That is, the “reproducibility requirement” must be understood in a broader
sense, and whether the skilled person could reproduce the product and its composition or internal
structure is irrelevant.

Therefore, it was determined that the criterion of irreproducibility of commercial
products alone does not exclude the commercial product from forming part of the state of the art.
Based on the above, the new decision — G1/23 — appears to recognize the prior art that was
previously excluded on the grounds that it was not reproducible.

In our opinion, this decision will result in third parties being provided with broader
grounds for prior art in opposition proceedings and third party observation. On the other hand,
patentees and applicants will need to exercise greater caution when introducing products to the
market.



