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Latest Developments in Taiwan Patent Examination
Practice and Key Points for Response
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Following the revision of the Patent Examination Guidelines in July 2021, changes
have been observed in examination practice. This article explains two noteworthy points as
follows.

(1) Disclamer Amendments

Rejections that can be resolved by disclaimers are now limited to “lack of novelty,”
“secret prior art,” and “violation of the first-to-file principle.” Disclamers can no longer be used
to overcome rejections based on lack of inventive step or indefiniteness.

[Example 1] In the first Office Action (OA), an application claiming “a composition comprising
Component A and Component B” was rejected for lack of inventive step in view of a cited

reference disclosing “a composition comprising Component A, Component B, and Component C.”
The applicant amended the claim to “a composition comprising Component A and Component B

but_not comprising Component C” (a disclaimer). However, in the second OA, such amendment

was objected. The application was eventually amended to “a composition consisting of
Component A, Component B, Component D, Component E, and Component F”” (not a disclaimer)
and was granted.
[Countermeasure 1] It is recommended to describe, in as much detail as possible, the
components to be included in compositions, etc., in the specification at the time of filing.
(2) Amendments to Numerical Range Claims

Amendments to numerical ranges in claims are permitted only “within the numerical
ranges disclosed in the specification at the time of filing.”
[Example 2] If the “Detailed Description of the Invention” in the specification does not disclose a
numerical range for property X of a composition, then even if multiple values of X (e.g., 10, 30,
50) are shown in the “Examples,” combining those values to create a numerical range (e.g.,
10-50) for inclusion in the claims is not permitted.
[Countermeasure 2| It is advisable to include the numerical ranges for each property in the
specification at the time of filing. (Translated by TIIP)



