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The USPTO issued revised guidance concerning inventorship for Al-assisted
inventions (“revised guidance”, November 28, 2025 Federal Register). This rescinds the February
2024 guidance (“previous guidance”).

The previous guidance followed the factors for qualification as a joint inventor from
Pannu v. Iolab Corp., 155 F.3d (Fed. Cir. 1998) in determining whether a human could be a named
inventor of an application claiming an Al-assisted invention. Under Pannu, a joint inventor must
(a) contribute in some significant manner to the conception or reduction to practice of the
invention, (b) make a contribution to the claimed invention that is not insignificant in quality as
measured against the full invention, and (c) do more than merely explain well-known concepts or
the current state of the art to the actual inventors.

The revised guidance emphasizes that Pannu controls joint inventorship when multiple
human inventors are involved. The Federal Circuit previously found that only humans qualify as
inventors under the current statute. Until the law is changed, Al systems cannot be named as
inventors in the US no matter how sophisticated they become. Pannu thus cannot control
questions of inventorship for Al-assisted inventions. A human involved in an Al assisted invention
will not necessarily qualify as a joint inventor by meeting the Pannu standard for fully-human
joint inventions.

The revised guidance states “that the same legal standard for determining inventorship
applies to all inventions, regardless of whether Al systems were used in the inventive process. No
new, separate or modified standard is created for or applies to Al-assisted inventions.” The basic
issue is whether the named inventor(s) possessed sufficient knowledge of all the limitations of the
claimed invention for one of ordinary skill to reduce the invention to practice without the need for
extensive research or experimentation.

The revised guidance characterizes Al in its current form primarily as a tool that
inventors use, analogous to tools such as laboratory equipment, software, and databases. However,
it also recognizes the possibility of human inventors having knowledge insufficient to qualify as
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conception of the claimed invention. The revised guidance further points out that the inventor(s)
listed on the application data sheet are presumed to be the actual inventor(s). As seen in MPEP
2157, a rejection might arise under 35 USC §§ 101 and/or 115 if the examiner becomes aware that
the listed inventorship is not the actual inventorship of the claimed invention.

As with many aspects of Al and intellectual property, the issue of inventorship in
Al-assisted inventions will remain unsettled until definitive guidance comes from the courts or
the US congress acts. Until then, when research is conducted with AT assistance, inventors should
keep a record of how Al was used, e.g. the prompts provided and the results received, in the event
a question were to arise in prosecution or litigation about whether the human inventor(s) fully
conceived the claimed invention. Although the revised guidance does not discuss the applicant’s
duty to disclose relevant information about the use of Al by inventors to the US examiner, the
potential relevance of improper inventorship to the examiner may suggest a duty to advise the
examiner about Al assistance, particularly when the use of Al goes beyond inquiries on the level
of general knowledge.

The views expressed are those of the author alone and should not be attributed to HSML P.C. or
its clients.



