20  HAUVHAFTE 18 BE 1 B GRAEY 33 5)

<TEE >
PePEREF I B 2z TR
ZHETE BN ?
Gill Jennings & Every LLP
Partner
Stephen Haley

ARFEOBHE T, FFFICE > THX DNHIREN, Z ORFFAAHG ST FIkN TOAT
B LS TOMREIND Z &% THEMIEA D, MENRMEKIC OV TX, 20X 57
1TANE ZTRAELENITOVTEV ORI, FEHNFHALEEO FIEO#E T H
D86, TNOHOFENEZTETINTVWDINERET S Z EIXREIC 155,

BlziX, 7R T EZEL, TRy MIESWTRAT v 7E#FATL, AT v T D
HWhE%RETD & Pﬁ*ﬁ@x?yf%fﬁ?éﬁﬂﬁﬁ%wﬁT7o475**7%
BETL2—F—IZZNDDAT v I ~DT 7 v A& T 2B EENFET D, 22—
P — T E= Fﬁfb HEDTF AL A@ L Tr7 a7 MRt L2 %2ET 2705,
FEAT v TIEROETEITE TN D,

ZIT, ETNEIATT AN R 2T OFEERRFFETEZE L TH, BT v
TIREENTITOND D, HEICBTHREOAWMMAMMEL D, BREEHT, AT v
TWNEETITOAAR VL, MEEERIC B W T HELZFATL TR & RS 5, MR
Flx, FERAT o TNED T ﬁén5ﬁ11~%~m&ofﬁﬁﬁfbétb\:
DIIRRFEEENTIT O LGB OMMREZTRD D DI ARAFELEZTND

Z TS EECA T A Menashe v William Hill 4 CHisf L-RETH 5, #WEITA4 T
AT —=NT Ty N7 p— L@ L TEY . JRE Menashe 1 Z 4178 A AL O B [E R %
RETDHETE L, UL T Ty b7 — NFEEESTEA NS T0W T, BHE I,
RAT 4V IREENTHD ZERPFR LR VEDIDEDPERFT20EN S 572,
HANE 5] ofma T L, MLoWwRa5RE, WENREZThN T AT LDR
FBEREMTHZEEHFT LN, EATHRWERE RS Lk, Z oMLK
FCTLIRFEINTZ, LER->TERETIEH, Y7 by =2 TRFOREEX. "—Ku=T
EMENZRAT 4 7352 ECREZEND Z EIIRERAETH D,

GRER -« M BFZERT)



Journal of Towa Institute of Intellectual Property Vol.18, No.l 21

< the United Kingdom >

Can a UK Patent Extend Outside Its Borders?
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Readers of this journal will be aware that the protection conferred by a patent is only
infringed by actions in the territory for which the patent was granted. For physical things there is
no doubt as to where such actions have taken place. Where the invention is a sequence of
computing steps, it can be difficult to establish where those steps are being performed.

For example, consider a UK patent claiming a sequence of steps including receiving a
prompt, performing steps based on the prompt, and transmitting the output of the steps. There is
an infringer providing users with access to the steps via the internet. Users are in the UK, provide
prompts and receiving outputs through their devices, while the method steps are facilitated in
another country.

Here, even if it can be determined where the hardware that executes the model is
located, the question arises as to whether there is infringement in the UK as the key steps take
place outside the UK. The infringer argues that, because the steps do not take place in the UK,
they do not perform the method in the relevant territory. The proprietor, because it makes no
difference to the users where the key steps are performed, considers it unfair to allow protection
only when this processing is performed within the UK.

This was considered by the UK courts in Menashe v William Hill. The defendant
operated an online gaming platform, which the claimant, Menashe, argued infringed its UK
patent. The platform was hosted outside the UK. The judge had to consider whether it was a
defence that the hosting was not in the UK. They found that the answer was “no”, stating that “[a]
ny other result would be monstrous, allowing a defendant to avoid infringement of a system
anywhere.” This was upheld on appeal. So, in the UK, an infringer of a patent for software is
unlikely to be able to escape infringement by hosting the hardware in another territory.



