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< China >

Foreign Filing of Inventions Made in China and the Con-
fidentiality Examination Requirement— A Mandatory
Procedure Japanese Companies Must Not Overlook

Chinable IP
Senior Founder Partner, Patent Attorney

William XU

In recent years, more Japanese companies have sought patent protection in Japan, the
United States, and other jurisdictions for inventions developed by their Chinese subsidiaries. In
this context, one requirement that is often overlooked by both companies and patent practitioners
is the confidentiality examination mandated under Article 19 of the Chinese Patent Law.

Where an invention or utility model is completed in China and a patent application is
to be filed abroad, the applicant must first request a confidentiality examination from the China
National Intellectual Property Administration (CNIPA). If a foreign application is filed without
undergoing this examination, the applicant may later be unable to obtain patent protection in
China for the same invention or utility model.

A common practical issue arises when a Japanese parent company directly files with
the Japan Patent Office for an invention made by its Chinese subsidiary. A similar issue may also
arise where a PCT application is filed outside China without first satisfying the Chinese
confidentiality review requirement. Even if the rights have already been assigned to the Japanese
parent, that does not alter the fact that the invention was completed in China, and the statutory
obligation therefore remains.

The proper course is to address the Chinese confidentiality examination requirement
first. One common approach is to file a Chinese patent application and request confidentiality
examination at the same time, then proceed with foreign filings while claiming priority where
appropriate once clearance has been obtained. Another route is to file a PCT application with
CNIPA as the Receiving Office, in which case the confidentiality review is handled through that
filing route. Because the review process may take several months, timing must be managed
carefully in light of foreign filing plans and priority deadlines.

A key feature of this system is that it turns not on the applicant’s nationality, but on
where the invention was completed. Accordingly, when planning a global filing strategy, special
care should be taken with inventions developed in China. Early coordination with local Chinese
counsel is essential to ensure compliance and avoid unnecessary disruption to an international
filing program. (Translated by TIIP)



