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Delhi High Court Allows Claim Amendments on
Appeal After Final Refusal

AsiaWise Professionals
Co-Founder, IP Team Leader

Yoshinori Oku

In July 2025, the Delhi High Court held that claim amendments may be allowed at the
appellate stage in relation to Albemarle Corporation’s Indian patent application No. 2897/
DELNP/2012.

The application concerned solvent systems with no flash point and methods for
dissolving rigid polyurethane foams. The Patent Office had refused the application for lack of
novelty, inventive step, and compliance with enablement-related requirements.

Under Indian practice, an applicant challenging a refusal must appeal to the High
Court’s intellectual property division. Until this decision, however, there had been no clear rule on
whether amendments could be made after a refusal order. The Court held that the Patents Act
contains no express bar on amendments during appeal, provided that the requirements of Section
59 are satisfied.

Section 59 requires that no new matter be introduced and that the amended claims
remain within the scope of the claims as originally filed. In this case, the Court found those
requirements met because the applicant had narrowed the claims from “solvent system + method”
claims to process-only claims. The amendment reduced the claim scope and added no new matter.

The Court therefore allowed the amended claims to be taken on record and remanded
the case to the Patent Office for fresh examination limited to those claims. The Controller was
directed to complete the re-examination within six months.

The decision is significant because it confirms that, at least in principle, claim
amendments may be permitted even after a refusal order at the appellate stage, so long as they
comply with Section 59. For applicants, this creates an important procedural option : narrowing
claims on appeal in order to address refusal grounds and preserve the possibility of grant.

(Translated by TIIP)



