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Since 1 June 2023 a German national patent only loses effect if an opt-out has been declared for
the parallel European patent. Without an opt-out, or alongside a Unitary Patent, both rights
coexist. Many patent departments have yet to factor this into their filing strategy. They should.

German courts offer decades of settled case law while the UPC, after only three years, remains
less predictable on many issues. A parallel German patent lets you choose your forum. If a
Unitary Patent is centrally revoked the German patent survives and provides a genuine fallback,
though with the limitation that there has been no final decision as to non-infringement at the
UPC. Examination of a German application can also be deferred for up to seven years, keeping
the option open at low cost without forcing an immediate decision and making it harder for
competitors to design around the claims. France and Italy offer similar coexistence possibilities.

For Portfolio management double protection is also a strong alternative. Since a unitary patent
can only be maintained or abandoned in full having additional national protection allows to still
have similar options as with previous bundle EP-Patents, since one may abandon the Unitary
patent and only maintain the national ones where still needed.

There is a further advantage worth noting. Under German law a utility model can be branched off
from a pending patent application at any time before it is finally abandoned, inheriting its original
filing date. Applied to a European bundle application a German utility model can be branched off
shortly before grant, before you even decide on unitary effect, securing a registered German right
regardless of how the European route develops. Unlike a patent a utility model is registered
without substantive examination, often within weeks, and as a distinct IP right it generally falls
outside the double protection rules that apply between German and European patents.

The current transitional period, during which unitary effect remains optional, expires on 31 May
2030. Any extension requires a decision by the UPC Administrative Committee, possible at the
earliest in 2028, and is far from guaranteed. Once the transitional period ends new opt-outs can



Journal of Towa Institute of Intellectual Property Vol.18, No.2 37

no longer be filed. A German national patent or utility model then becomes the only route back
into German courts or to maintain protection nationally in spite of not being willing to pay
extensive annuities exceeding 25.000€ for maintain unitary protection for more than 10 years for
holders of a Unitary Patent.

Is your European filing strategy already built around this? At Sonnenberg Harrison we advise
clients on these questions every day and would be happy to discuss the best approach for your
portfolio.



