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The starting position

The patent (EP 2 364 129) concerned a finger element for a prosthesis, the characterising feature
being the worm gear mounted on the drive shaft so that it can move axially.

The nullity actionand the appeal were dismissed. What makes the case interesting : The charac-
terising feature was disclosed in six separate prior-art documents. The Court accepted each of
those disclosures. It nevertheless found the claim inventive, because the skilled person had no
reason to consult any of them.

The two holdings

First, where a functional principle has been known for many decades, an additional prompting is
required before that principle is applied for the first time to devices whose purpose, construction
and mode of operation have likewise been known for decades. Here more than seventy years sep-
arated the 1936 document from the priority date.

Second, whether — and how far — there is reason to look for solutions outside the technical field
of the problem depends on the individual case. A broader search may be justified where the prior
art itself contains concrete indications that useful solutions exist in other fields. Absent such indi-
cations, there is in principle no reason to range across disparate areas of technology.

The contrast with the EPO

For opponents and nullity claimants before German courts, proving that a feature is ubiquitous in
the prior art achieves nothing on its own. The case must be built on the reason to consult the docu-
ment. For patentees, two robust defences emerge : the age of the cited document, and a mismatch
between its objective and the problem addressed by the patent.

The comparison with the EPO matters in parallel proceedings. Under the problem-solution
approach, Boards of Appeal have traditionally been more willing to send the skilled person into
neighbouring fields and into general mechanical engineering. Practitioners before German courts
and the EPO should expect that asymmetry rather than be surprised by it.



