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< Taiwan >

Recent Practice of Taiwanese Courts in Deter-
mining Patent Inventive Step : Focusing on
the Definition of a Person Having Ordinary

Skill in the Art (PHOSITA), the “Could-
Would” Rule, and “Commercial Success”

Five Continents International Patent & Trademark Office
Attorney at Law

Fang-Yi Chu

On November 20, 2024, the Supreme Court of Taiwan rendered Judgment No. 113-Tai-
Shang-459, holding that the determination of patent inventive step must proceed through the
following steps : (D determining the scope of the claimed invention ; @ determining the
disclosures of the prior art ; (@ determining the level of skill of a PHOSITA at the time of
filing ; @ identifying the differences between the claimed invention and the prior art
disclosures ; and (® assessing whether a PHOSITA, referring to the prior art disclosures and
existing state of the art or knowledge prior to filing, could easily accomplish the invention. In
doing so, courts must distinguish between "having a clear motivation/intent to try" and "having a
clear motivation/intent to execute" (i.e., the "could-would" rule).

Below, the author summarizes Civil Judgment No. 113-Min-Zhuan-Shang-Geng(2)-5, rendered
by the Taiwan Intellectual Property and Commercial Court on December 31, 2025, examining
how the court applied the foregoing Supreme Court principles and how it assessed the relevance
of "commercial success" to inventive step.

Definition of a PHOSITA

A PHOSITA is a legal fiction rather than an actual individual, and is not limited to someone who
has worked in the relevant field or who has personal, first-hand experience of the state of the art
at the relevant time. This person's level of skill and capacity for creative work must be established
through objective, extrinsic evidence, applying the rules of logic and experience.

Application of the "Could-Would" Rule

The determination of inventive step turns not merely on whether implementation was theoretically
possible, but on whether the specific facts of the case reveal a clear incentive, a concrete factual
basis, or other encouragement that would have prompted a PHOSITA to undertake the research
and development and to succeed in doing so. Courts must accordingly distinguish between
whether such a person could have done so —i.e., had the technical capability — and whether such a
person would have been motivated to actually do so.
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""Commercial Success'" Is Only a Secondary Consideration

Whether a patented product achieves commercial success depends not only on its technical
features, but often on external factors such as sales techniques, advertising strategies, market
supply and demand, and broader economic conditions. Therefore, the assessment of inventive step
must remain focused on the technical merits of the invention ; "commercial success" can only
serve as a secondary consideration.

The foregoing judgments demonstrate that Taiwanese courts have established a more rigorous
logical framework for evaluating patent inventive step. When addressing validity challenges or
patentability rejections, patent owners and applicants should focus their arguments on "differences
in technical features" as well as "motivations for and obstacles to combining prior arts," rather
than relying excessively on secondary considerations such as strong sales volume. This approach
is essential for effectively winning the judge's conviction in Taiwanese patent prosecution and
litigation.



